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Applying Patent-Eligible Subject
Matter Restrictions

J. Jonas Anderson®
ABSTRACT

The US Supreme Court’s difficulty in promulgating a standard
for patent-eligibility has not gone unnoticed in the academy. Hundreds
of academic conferences, including this one, have been devoted to the
topic. The goal of this Article is not to solve the seemingly intractable
problem of patent-eligibility doctrine. The goal of this Article is rather
more modest. Instead of normatively assessing patent-eligible subject
matter doctrine, this Article seeks to identify which foundational
theories of patent-eligible subject matter can most readily be applied by
courts and the US Patent and Trademark Office via Section 101. In
doing so, this Article categorizes the various innovation theories that
scholars have applied to Section 101 and analyzes whether the
resulting doctrines can be predictably applied by the institutions
involved in patent law. Appreciating the applicability of patent-eligible
subject matter theories can assist the Supreme Court in shaping
doctrine that best achieves the policy goals underlying those theories.
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I. INTRODUCTION

“The concept of patentable subject matter under § 101 is not
‘like a nose of wax which may be turned and twisted in any
direction ... .”!

— Justice Stevens in Parker v. Flook (1978).

The US Supreme Court has long struggled to place meaningful
limits on patent law’s scope. Virtually since the inception of the
patent system, there have been vigorous debates about which sorts of
innovations should be eligible for patent protection and which should
not.2 Recently, the debate about patent-eligible subject matter has
intensified considerably. Over the past three years, the Supreme
Court has ruled on four patent-eligibility cases. Those cases have
involved various technologies, from diagnostic methods? to methods of

1. Parker v. Flook, 437 U.S. 584, 590 (1978) (quoting White v. Dunbar, 119 U.S. 47, 51
(1886)).

2. See Jeffrey A. Lefstin, Inventive Application: A History, FLA. L. REV. (forthcoming)
(manuscript at 2), available at http://ssrn.com/abstract=2398696.

3. Mayo Collaborative Servs. v. Prometheus Labs., Inc., 132 S. Ct. 1289, 1290 (2012)

(finding a process to help doctors treat patients with the correct dosage of thiopurine drugs to be
an unpatentable law of nature under Section 101).
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hedging risk.* Most recently, the Court decided Alice Corp. v. CLS
Bank, a case involving the patent-eligibility of software.?

The Supreme Court’s interest in, and difficulty with,
promulgating a consistent standard for determining which inventions
are patent-eligible has not gone unnoticed in the academy. Hundreds
of law review articles have analyzed the topic’s doctrinal and
theoretical underpinnings.® Hundreds of academic conferences,
including this one, have been devoted to the topic.” Academics and
industry leaders have written numerous amicus briefs to assist the
Supreme Court in defining the scope of patent-eligible subject matter.8
Yet the proper scope of patent-eligibility remains elusive.

The goal of this Article is not to solve the seemingly intractable
problem of patent-eligibility doctrine. The goal of this Article is more
modest. Instead of attempting to define the precise contours of
Section 101, this Article seeks to identify which of the diverse set of
proposed theories embodied by Section 101 are most workable for
courts and the US Patent and Trademark Office (Patent Office).® In
doing so, this Article categorizes the various innovation theories that
scholars have applied to Section 101 and analyzes whether the
resulting doctrines can be predictably applied by the institutions
involved in patent law.

It is difficult, if not impossible, to catalog the entire universe of
theories purporting to explain Section 101’s role in the patent system.
Undaunted, however, this Article creates four rough categories of

4. Bilski v. Kappos, 561 U.S. 593, 593 (2010) (finding a process to instruct sellers and
buyers how to hedge against price fluctuations of commodities in the energy market to be an
unpatentable abstract idea under Section 101). .

5. Alice Corp. Pty. v. CLS Bank Intl, 134 S. Ct. 2347, 2352 (2014) (finding
intermediated settlement to be an abstract idea, and its generic computer implementation
unpatentable under Section 101).

6. See, e.g., Christopher Beauchamp, Patenting Nature: A Problem of History, 16 STAN.
TECH. L. REv. 257 (2013) (analyzing the “murky” theoretical and doctrinal origins of Section 101’s
law of nature jurisprudence, and citing numerous law review articles throughout that discuss the
basis for Section 101).

7. See, e.g., Symposium, Patentable Subject-Matter Eligibility Today: Software,
Genomics & Business Methods, AM. U. INTELL. PROP. BRIEF (2013), available at
http://www.wcl.american.edu/secle/founders/2013/20130412.cfm (representing a symposium held
specifically to discuss the current debate on Section 101 jurisprudence).

8. See, e.g., Brief for Fifteen Law Professors as Amici Curiae in Support of Petitioners,
Ass’n for Molecular Pathology v. Myriad Genetics, Inc., 133 S. Ct. 2107 (2013) (No. 12-398), 2013
WL 432950 (describing the opinions of fifteen academics on the scope of patentable subject
matter); Brief for Amici Curiae Genentech, Inc. et al. in Support of Respondents, Ass’n for
Molecular Pathology v. Myriad Genetics, Inc., 133 S. Ct. 2107 (2013) (No. 12-398), 2013 WL
1098262 (representing the positions of six large pharmaceutical companies on Section 101 as it
relates to patenting isolated DNA).

9. The federal agency that reviews patent applications and issues patents has changed
names several times throughout its 179-year history. The term “Patent Office” will be used
throughout this Article.
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patent-eligibility theories. First, scholars have suggested that Section
101 can promote innovation by rejecting patent applications that
would effectively “preempt” a field of research: “preemption theories.”
Second, some have proposed that Section 101 can promote progress by
disallowing patents on whole categories of inventions that, in the
aggregate, impose costs on society that exceed the benefits from
patenting—“innovation harm theories.” Third, other scholars have
suggested that Section 101 can promote the progress of science and
the useful arts by denying patentability to inventions that would have
been created even without the reward of a patent—“over-reward
theories.” Fourth, a smaller group of scholars have suggested that
patent-eligibility doctrine is driven not by economic concerns, but by
more moralistic or ethical considerations—“non-economic theories.”

This Article argues that of the four broad theoretical categories
identified herein, Section 101 is structurally best-equipped to realize
the goals of the innovation harm and the non-economic theories.
While difficulties certainly exist in doing so, the goals of both the
innovation harm and non-economic theorists can be roughly
implemented through subject-matter exclusions and are not
completely subsumed within other, more doctrinally rigorous areas of
patent law. Conversely, enforcement of preemption limitations via
Section 101 requires information about a patent’s specific application
and scope—inquiries that are not easily achieved via Section 101’s
categorical approach. Achieving the goals of the over-reward theorists
via Section 101 is similarly limited because of the fact-specific nature
of such an inquiry. Furthermore, preemption concerns are likely
better suited to another area of already existing patent doctrine:
written description.

Thus, this Article argues that the Supreme Court and the
Federal Circuit should avoid crafting Section 101 in an attempt to deal
with preemption or over-reward concerns. Instead, the doctrine will
be most effective if it is directed towards innovation-harm and
non-economic goals. Section 101 can, if properly calibrated, serve
some, but certainly not all, of the innovation-promoting goals of
scholars.

Part II of this Article briefly describes the Supreme Court’s
recent foray into patent-eligible subject matter doctrine. Study of the
Court’s decisions reveals a lack of a coherent theory for Section 101’s
place within patent law and innovation promotion more generally.
Part III then analyzes judicial and academic theories for what role
Section 101 plays within the patent system. Part IIl creates a
taxonomy of four loose categories of Section 101 theories: preemption
theories, innovation-harm theories, over-reward theories, and
non-economic theories. Part IV concludes by suggesting that Section
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101 is structurally better suited to monitor innovation-harm and
non-economic Concerns.

II. THE ROAD TO ALICE CORP. V. CLS BANK

Whether computer-implemented inventions are patent-eligible
is a question that has vexed the Supreme Court for over forty years.!0
In the early 1970s, corporations were beginning to appreciate the
value of software innovations. Large companies, like IBM, began
filing patent applications at the Patent Office that covered these new
advancements.!? In response, the Patent Office adopted a policy to
deny patents on computer-based patent applications.’? The Supreme
Court reviewed this policy in a trilogy of cases in the late 1970s.!3 In
doing so, the Court attempted to infuse coherence into the doctrine of
patent-eligible subject matter. Instead, these three cases thrust
patent law into a state of confusion from which it struggles to extract
itself to this day.

A. The Trilogy: Benson, Flook & Diehr

In the late 1960s, applications for software patents began
arriving at the Patent Office.!* Evaluating software patents proved
particularly difficult because many software claims were untethered
to physical restraints.?> Unlike mechanical process claims, which

10. See Lefstin, supra note 2, at 7-15 (detailing how the Court has spent years
wrangling over the patentability of computer-implemented process inventions, starting with the
1972 case, Gottschalk v. Benson, 409 U.S. 63 (1972)).

11. See Timothy B. Lee, Will the Supreme Court Save Us from Software Patents?, WASH.
POST (Feb. 26, 2014, 1:13 PM), http://www.washingtonpost.com/blogs/the-switch/wp/2014/02/26/
will-the-supreme-court-save-us-from-software-patents/ (describing IBM’s computer method
patent applications in the late 1960s and 1970s).

12. See id. (describing the Patent Office’s rejection of IBM’s computer method patent
application under Section 101 as an unpatentable mathematical formula); see also Examination
of Patent Applications on Computer Programs, 33 Fed. Reg. 15,609, 15,610 (Oct. 22, 1968) (“The
basic principle to be applied is that computer programing per se, whether defined in the form of
process or apparatus, shall not be patentable.”) (providing notice to industry from the Patent
Office that a computer program patent application is not patentable when it can be done by
pencil and paper).

13. Diamond v. Diehr, 450 U.S. 175 (1981); Parker v. Flook, 437 U.S. 584 (1978);
Benson, 409 U.S. 63.
14. See Martin Campbell-Kelly, Not All Bad: An Historical Perspective on Software

Patents, 11 MICH. TELECOMM. & TECH. L. REV. 191, 211, 214 (2005) (describing the history
behind the rise of software patents in the 1960s based on the exponential increase in the use of
increasingly faster computers, and highlighting that one of the earliest software patents granted
was to Martin Goetz in 1968 for a flow charting software called Autoflow).

15. See Edward R. Hyde, Legal Protection of Computer Software, 59 CONN. B.J. 298,
302-03 (1985) (discussing how the Patent Office line of policy on rejecting computer software
patents in the 1960s was based on its struggle that software is “mental in character” and merely
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were at least limited by the physical output (for instance, cutting
sheet metal), early software claims were essentially claims to
algorithms performed on a computer. Such claims were generally
thought to run afoul of long-standing, albeit muddled, jurisprudence
forbidding patenting of processes involving steps that could be
performed mentally: the so-called “mental steps doctrine.”16

As software innovations began to reach the Patent Office, the
Court of Customs and Patent Appeals (CCPA), the precursor to the
Federal Circuit, was tasked with applying the patent statute to this
new type of claim. In doing so, the CCPA developed a new approach to
the mental steps doctrine that permitted the patenting of software
claims. In its 1970 decision, In re Musgrave, the CCPA limited the
mental steps doctrine in such a way that it no longer policed Section
101 patentability questions.!” Thus, after Musgrave, a patent could
not be rejected simply because the innovative process could be
performed mentally, or with the aid of a computer.

1. Gottschalk v. Benson

Two years after the CCPA’s decision in Musgrave, the Supreme
Court began to grapple with the patentability of software in
Gottschalk v. Benson.l3 Benson involved a method of converting
“binary-coded decimal numerals” (BCNs) into pure binary numbers.
BCNs are intermediate numerals used in methods of converting
conventional decimal numerals, zero through nine, to pure binary
numerals, the zeros and ones that computers employ in computations.
Benson’s conversion method was simple and automatic, resulting in
reduced processing and reduced error. Benson’s two independent
claims were both rejected at the Patent Office under the office’s policy
of rejecting all patents on computer software.!?

a “tool of the mind” because it can be broken down into a series of mental steps that could be
performed by a person with pencil and paper).

16. See id. at 302. Under the mental steps doctrine, “a patent will not be granted on a
method if an essential feature of the method consists of mental participation.” Id. Its rationale
“appears to be that a mental step is non-technological and not part of the useful arts, but rather
an intellectual concept and not subject to exclusive use by a patent grant.” Id.

17. See In re Musgrave, 431 F.2d 882, 893 (C.C.P.A. 1970) (limiting the use of the
mental steps doctrine to determinations of definiteness under 35 U.S.C. § 112(b)).

18. Benson, 409 U.S. 63.

19. See In re Benson, 441 F.2d 682, 686 (C.C.P.A. 1971) (reversing the Patent Office’s
explicit rejection of independent claims 8 and 13 as unpatentable subject matter under Section
101 as part of its “blanket” policy to deny computer method claims), cert. granted, 405 U.S. 915
(1972), rev’d, 409 U.S. 63 (1972).
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The CCPA reversed, citing In re Musgrave for the proposition
that machine-implemented processes were patent-eligible.2 The court
held that even though claim 13 did not limit itself to machine
implementation, “a process having no practical value other
than enhancing the internal operation of [a] machine[] is. . . in
the . . . useful arts[.]”?!

Much of the relatively short Benson opinion from the Supreme
Court simply quotes past Court rulings concerning process
patentability.22 The opinion has been roundly criticized by both
commentators and lower courts as confusing, illogical, and poorly
reasoned.?® Judge Rich of the CCPA followed Benson in a subsequent
case, but called the Supreme Court’s reasoning “a mystery.”?* Indeed,
Judge Rich’s confusion is understandable. The Supreme Court in
Benson sets out numerous, and at times conflicting, standards for
process patentability.?® The Court does not explain why those
standards exist or from where they arise. The Court’s opinion merely
provides examples of what subject matter is not patent-eligible.

The closest the Benson Court comes to providing a test for
patent-eligible subject matter occurs when the Court states that
“[t]ransformation and reduction of an article ‘to a different state or
thing’ is the clue to the patentability of a process claim that does not
include particular machines.”?® The word “clue” leaves uncertain the
Court’s true holding however, and indeed the Court later backs away
from this standard: “We do not hold that no process patent could ever
qualify if it did not meet the requirements of our prior precedents.”?
In reversing the CCPA and invalidating Benson’s patent, the Supreme
Court cast doubt on the future of software patentability generally,

20. See id. (citing In re Musgrave, 431 F.2d 882, alongside three other computer method
cases).

21. Id. at 688.

22. 1 DONALD S. CHISUM, CHISUM ON PATENTS § 1.03[6][c] n.286 (2013) (listing previous
Court cases regarding process patentability cited by the Benson Court).

23. See, e.g., Donald R. Dunner et al., Nonstatutory Subject Maiter, 14 JURIMETRICS J.

112 (1973); Michael A. Duggan, Paients on Programs? The Supreme Court Says No, 13
JURIMETRICS J. 135 (1973). Judge Rich, then Chief Judge of the CCPA, openly criticized the
Benson decision in opinions. See, e.g., In re Christensen, 478 F.2d 1392, 1396 (C.C.P.A. 1973)
(Rich, J., concurring).

24, Christensen, 478 F.2d at 1396 (Rich.,, J., concurring).

25. Lefstin, supra note 2, at 7 (“Benson invoked multiple rationales for unpatentability
without definitively committing to any of them.”).

26. Benson, 409 U.S. at 70 (emphasis added) (quoting Cochrane v. Deener, 94 U.S. 780,

788 (1896)). The Federal Circuit would pick up on Benson’s non-definition nearly thirty years
later in the case that reignited the Supreme Court’s interest in the topic. See In re Bilski, 545
F.3d 943, 954 (Fed. Cir. 2008), cert. granted, 556 U.S. 1268 (2009), affd, 561 U.S. 593 (2010).

217. Benson, 409 U.S. at 71.
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suggesting that only Congress could protect such technology by
amending the patent statute.

In the wake of the Benson decision, the CCPA and the Patent
Office struggled to implement the case’s confusing holding.28 For all of
its many limitations, the Benson holding does succeed in clearly
stating that algorithms, laws of nature, and mathematical formulas
were not eligible for patent protection, and both the courts and the
Patent Office latched on to this statement in an effort to guide the
patenting of software. Software innovators, however, adjusted to the
new limitations by drafting their claims in a more concrete fashion.
Instead of drafting their software claims as processes, they began
drafting them as machines—computers with the capability of
performing the steps that the software was designed to implement.
The CCPA found that such claiming practices met the limitations of
Section 101.29

2. Parker v. Flook

The Supreme Court granted certiorari in Parker v. Flook to
address the issue of software claimed as a machine.3 Flook’s patent
application covered a method for updating the value of an alarm limit.
The limit was based upon a variable involved in the process of
catalytic chemical conversion of hydrocarbons. The method consisted
of three steps: first, measuring the value of the variable; second, using
the algorithm to calculate an updated alarm limit; and third,
adjusting the alarm limit to the newly calculated value. The patent
office had initially rejected the patent, citing Benson.3! But the CCPA
reversed, distinguishing Benson by noting that the applicant claimed
more than merely an algorithm. In the eyes of the CCPA, the

28. A number of patent-eligible subject matter cases arose after Benson and before
Flook, many of which were accompanied by strong dissents and concurrences. See, e.g., In re
Chatfield, 545 F.2d 152 (C.C.P.A. 1976) (reversing rejection of method claims for improving the
efficiency of digital computers running multiple programs simultaneously); In re Noll, 545 F.2d
141 (C.C.P.A. 1976) (reversing rejection of a system and apparatus claim for the display of text
on a cathode ray tube); In re Johnston, 502 F.2d 765 (C.C.P.A. 1974) (reversing a rejection of
apparatus claims covering a record-keeping machine); In re Christensen, 478 F.2d 1392
(affirming rejection of claims to gathering data on subsurface formation and then computing
porosity information).

29. See In re Johnston, 502 F.2d at 771 (reversing the Patent Office’s rejection of a
patent application on a computer that could perform certain automatic financial record keeping,
in large part because the claims were directed to an apparatus—a computer—and not an
algorithmic process). But see id. at 773 (Rich, J., dissenting) (finding that the form of claim
drafting should not determine the patentability of an invention).

30. See Parker v. Flook, 437 U.S. 584, 587-88 (1978).

31. Id. at 587.
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assets, and secrecy.'?? Indeed, many of the calls to eliminate software
patents rely on the over-reward rationale.’® The ultimate goal of
over-reward theorists is to identify those patents that would not have
been developed absent a patent system and reward those
patents—and only those patents—with an exclusive right to make,
use, and sell.

D. Category Four: Non-Economic Theories

While most of the writings on Section 101, from both courts
and commentators, have focused on the economics of patenting, a
smaller group has argued that non-economic rationales also play a
doctrinal role. Tun-Jen Chiang has described patentable subject
matter doctrine as being “often about non-economic moral values.”104
Chiang theorizes that courts often use Section 101 to make
non-economic decisions, often based on things such as the dignity of
the human body, the inviolability of nature, and freedom of thought.05
While Chiang’s argument is largely descriptive, his argument is that
the courts are relying on non-economic rationales in deciding
patentable subject matter disputes.%® Similarly, others have noted
that non-economic rationales have played prominent roles in recent
high-profile, patent-eligible subject matter disputes such as whether
genes are patent-eligible.107

IV. SECTION 101 AS AN INNOVATION PROMOTING MECHANISM

The previous Part attempted to categorize the various strands
of academic theories explaining patent-eligible subject matter
doctrine. This Part argues that the doctrine is better equipped to
carry the theoretical heft of some of those theories than it is others.
First, Section 101 is ill-suited to monitor preemption concerns because

102. See id. at 275.

103. See, e.g., Samuelson, supra note 75, at 1136 (“The fact that [the software industry’s]
growth has occurred without the aid of patent protection is powerful evidence that patent
protection is not necessary for the software industry to thrive.”).

104. Tun-Jen Chiang, Competing Visions of Patentable Subject Matter, GEO. WASH. L.
REvV. (forthcoming) (manuscript at 3), available at http://papers.ssrn.com/sol3/papers.cfm?
abstract_id=2469415&download=yes.

105. See id. (manuscript at 17-28).

106. See id.

107. See Jorge L. Contreras, Narratives of Gene Patenting 42—45 (Univ. of Utah Coll. of
Law, Research Paper No. 90, 2014), available at http://papers.ssrn.com/sol3/
papers.cfm?abstract_id=2485681 (describing the “access narrative” of the Myriad Genetics case);
see also Margo A. Bagley, Patent First, Ask Questions Later: Morality and Biotechnology in
Patent Law, 45 WM. & MARY L. REV. 469, 517-530 (2003) (describing the role of morality in
international patent-eligibility decisions).
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preemption theories require decision-makers to compare the scope of a
patent claim to the scope of a scientific principle—scope inquiries
that decision-makers are incapable of making.  Furthermore,
scope-of-rights concerns, like preemption, are more effectively
monitored by other doctrines, namely Section 112.

Section 101 is more likely to be an effective tool at policing
innovation-harm and over-reward theories, but only to the extent that
those concerns can be satisfied by categorical exclusions and not
case-by-case decisions. Some strands of innovation-harm and
over-reward theories are premised on categorical exclusions: for
example, calls for the elimination of software, business method, and
other types of patents are common. While difficulty remains in
making categorical distinctions, those sorts of distinctions could
conceivably be monitored by the Patent Office using subject-matter
eligibility doctrine.

Lastly, to the extent that non-economic theories are relevant to
patent-eligible subject matter doctrine, Section 101 represents a
useful tool for making relevant theoretical distinctions. But the
doctrine’s usefulness in this context may be limited to the courts.
Courts are more comfortable than government agencies (like the
Patent Office) in making moralistic distinctions. Thus, moralistic
concerns can likely be effectively analyzed in litigation, but not during
examination.

A. Section 101 and Preemption

Virtually all preemption tests require decision-makers to
compare the scope of the patent claims to the scope of the scientific
principle behind the claims. For instance, in Mayo, the Court
determined that the claims covering (1) administering a drug,
(2) determining the patient’s level of T-G, and (3) making an inference
as to drug’s efficacy based on predetermined metabolite ranges were
not sufficiently distinct from the natural law upon which the method
was based. Similarly, in Bilski, the Court found the patentee’s claims
covering a method of hedging risk in the energy industry were so
broad as to capture the principle of risk hedging in all other fields.

Whatever the merits of a preemption theory—and there are
many—the theory is ill-suited to a threshold exclusion test like
patent-eligible subject matter. The Patent Office is ill-equipped to
properly determine the scope of the claims or the scope of the scientific
principle underlying the claims, both of which are necessary for
preemption tests. During examination, the Patent Office is concerned
exclusively with validity concerns. The agency does not interpret the
scope of the claims, other than to determine whether the claims cover
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prior art.1®® Indeed, the Patent Office construes patent claims with
the “broadest, reasonable interpretation of the claims,” a standard
that differs from the one applied by courts when enforcing a patent.1%?
Applying the broadest reasonable construction means that the Patent
Office never determines the actual scope of the patent. It is therefore
unable to compare claim scope for purposes of preemption.

Similarly, the Patent Office does not devote any resources
towards determining the scope of the scientific principles underlying a
patent. The office does not require patent applicants to identify the
principles that underlie a patent application, nor does it require
applicants to disclose non-claimed aspects of the scientific principle,
unless those unclaimed aspects consist of relevant prior art. Indeed,
making such an inquiry would require huge resources, requiring
examiners to not only understand and evaluate the new technology in
the patent, but also all other potential uses of the science behind the
technology. For an office already under severe budget and time
constraints, devoting vast numbers of hours towards unclaimed
science seems like an inefficient allocation of resources.

Preemption theories are also a poor fit for Section 101 because
of confusion about the level of abstraction to be employed. For
instance, in Bilski, the Court framed the patent claims as covering a
method of hedging risk. This claim was thus easily found to be
preemptive of risk hedging more broadly. However, many of the
claims were much narrower than the Court’s characterization. Some
limited the method to particular types of risk,'® others to
particular industries,!!! and others still to the particular calculations
required to hedge.''> Had the Court framed the claim as hedging
weather-related risk in the energy industry by employing the formula
Fi+ [(Ci+ Ti+ LD1) x (a + BE(W3)] and performing a Monte Carlo
simulation across all transactions from a number of years of historical
weather patterns—as required in claim 7—it would seem much less
obvious that such a method preempts risk hedging generally. There is

108. See John R. Thomas, Claim Re-construction: The Doctrine of Equivalents in the Post-
Markman Era, 9 LEWIS & CLARK L. REV. 153, 168 (2005) (“Absent unusual circumstances, [claim]
construction will take place many years—sometimes decades—after the claims were initially
submitted to the [Patent Office].”).

109. See generally, Dawn-Marie Brady & Christopher A. Cotropia, The Unreasonableness
of the Patent Office’s ‘Broadest Reasonable Interpretation’ Standard, 37 ATPLA Q.J. 285, 288-98
(2009) (describing the broadest reasonable interpretation standard and arguing that it conflicts
with judicial practice).

110. Claim 7 involved weather-related price risk. See Bilski v. Kappos, 561 U.S. 593, 599

(2010).
111. Claim 2 involved the energy industry. See id.
112. Claim 4 expressed “the concept articulated in claim 1 into a simple mathematical

formula.” See id.
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no test for properly abstracting a claim. This abstraction problem is
even more acute for characterizing the scientific principle at risk of
being preempted.

Lastly, to the extent that policy makers are concerned about
granting patents that are not commensurate with the achievement of
the inventor, those concerns are more properly channeled to another
section of the patent statute: Section 112. Section 112 requires that
patents fully enable one of skill in the art to practice the invention and
fully describe the claimed invention. Furthermore, that section
requires claims to be clear and definite. While the Federal Circuit’s
Section 112 jurisprudence has been roundly criticized as overly
narrow, there are numerous proposals to strengthen the doctrine and
to infuse Section 112 with the power to properly limit the scope of a
patent.13 In contrast to Section 101, Section 112 involves a thorough
analysis of the relationship between the scope of the claims and extent
of the disclosure. Preemption-based Section 101 tests, on the other
hand, involve a comparison of claim scope to scientific knowledge.
Patent examiners and judges are much more capable of comparing a
patent’s claims and disclosure than they are at analyzing the extent
that science has been preempted by a patented method.

B. Section 101 and Innovation-Harm Theories

Unlike preemption theories, innovation-harm theories do not
rely on scope comparisons between patent claims and science.
Instead, most proposals to infuse Section 101 with concerns about the
dynamic effects of granting patents suggest categorical exclusions
from patent-eligibility.!'* Such broad exclusions are easier for a
subject matter doctrine, like Section 101, to filter. The Patent Office
already assigns every patent to a technological art unit for
examination, thus the task of categorizing patents by technology is an
activity that already takes place at the Patent Office. Furthermore,
distinguishing patentable subject matter through a utilitarian lens
does not encounter the same abstraction problem that occurs with
preemption. Regardless of the specificity with which one views a
patent’s claims, the technological industry remains relatively
constant.

Of course, categorical distinctions in Section 101 are not
without drawbacks. Making broad categorical exclusions based on

113. See, e.g., Sean B. Seymore, Foresight Bias in Patent Law, 90 NOTRE DAME L. REV.
(forthcoming 2015), available at http://papers.ssrn.com/sol3/papers.cfm?abstract_id=2397466&
download=yes.

114. See, e.g., BESSEN & MEURER, supra note 94 (proposing elimination of business
method patents).
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utilitarian policies only works if one can define what technology a
patent covers. This seemingly simple task can be maddeningly
complex.!’ Business method inventions provide a good example of
this phenomenon. While generally critical of business method
patents, commentators have yet to agree upon just what such patents
look like.l'® John Allison and Sterling Hunter have concluded that
“[a]ll attempts by courts and Congress to arrive at a workable
definition for business method patents have encountered intractable
difficulties.”117

Singling out software patents encounters many of the same
difficulties. Software patents are difficult to distinguish from patents
on computer hardware or systems. This is largely due to the ex ante
nature of any subject matter exclusion—attorneys know the rules
beforehand and draft their claims in a way to avoid Section 101
rejections.!’® Mark Lemley and Julie Cohen have described the former
practice of “magic word” claiming in the software industry. Under
that practice, “software was patentable subject matter, but only if the
applicant recited the magic words and pretended that she was
patenting something else entirely.”119

But despite the limitations of categorical distinctions, it is
possible to make clear distinctions in many cases. For instance, a
categorical prohibition on tangible objects, like DNA, would likely be
enforceable. Similarly, John Thomas has argued that the “industrial
application” requirement found in Europe and Japan is a “concise,
proven” standard for eliminating problematic patent subject matter
categories, like software.120

Michael Risch has argued that subject matter restrictions on
specific industries are likely fated to include subject matter not
intended to be precluded from patent protection.!?! Similarly, in his
Bilski opinion, Justice Kennedy noted that a categorical exclusion of

115. Olson, supra note 98, at 61-63.

116. See Magliocca, Curve Ball, supra note 96, at 884.

117. Allison & Hunter, supra note 50, at 765; see also Dan L. Burk & Brett H.
McDonnell, Patents, Tax Shelters, and the Firm, 26 VA. TAX REV. 981, 1001-02 (2007) (arguing
that a business method exception would be futile because it could be evaded through claim
drafting).

118. John R. Allison & Emerson H. Tiller, The Business Method Patent Myth, 18
Berkeley Tech. L.J. 987, 1021 (2003) (“[T]reating different technologies differently places too
great a premium on ex ante definitions, such that the definitional scheme will be at least
partially defeated because of the significant transaction costs associated with attorney efforts to
opt into or out of a definition by carefully tailoring invention descriptions and patent claims.”).

119. Cohen & Lemley, supra note 44, at 9.

120. See Thomas, supra note 46, at 1178.

121. See Risch, supra note 70, at 648 (“Like any bright line rule, fixed subject matter
rules will lead to both over and under-allowance of bad or good patents respectively.”).
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business method patents would inevitably eliminate patent protection
for some innovations that are in need of patent protection.!?? While
undoubtedly true, the question that innovation-harm theorists would
ask is whether granting patents on an entire category of patents—as a
whole—would lead to increased or decreased innovation. Thus,
concerns about whether an individual patent contributes to the
progress of science or not would be outside the scope of Section 101 for
such theorists. Instead, such questions would be left to the other
validity doctrines. Any bright-line rule will be a crude filter for
subject matter eligibility.128 Despite this under- or over-inclusiveness,
such rules may be beneficial for promoting innovation broadly.

Some scholars have argued that the categorical elimination of
entire categories of patents is the only effective way to reduce
rent-seeking behavior, such as that exhibited by patent trolls. Gerard
Magliocca relies on the nineteenth century example of “patent
sharks,” a group of businessmen that acquired patents on widely used
agricultural products, to support the imposition of unpatentability
rules by the technology sector.'?* He argues that the lesson of the
patent sharks is that “opportunistic litigation cannot be stemmed
through substantive changes in patent rights,” and suggests that
abolition of business method and software patents “may be the only
solution for modern trolls.”’?> However, as Rob Merges points out,
other examples exist of the Supreme Court solving rent-seeking
problems with more “surgical” interventions.'?¢6  While Merges’
surgical option is clearly preferable, surgical interventions—like
preemption—are ill-suited to a sledge-hammer-like doctrine like
patent-eligibility.

122. See Bilski v. Kappos, 561 U.S. 593, 607 (2010).

123. BESSEN & MEURER, supra note 94, at 244 (“Inevitably, any policy to restrict abstract
patents amounts to drawing a line between what is patentable and what is not, and,
unfortunately, such lines are drawn in the shifting sands of words. . . . We thus do not know
what it will take to appropriately restrict abstract patents in general or software patents in
particular.”); Michael W. Carroll, One for All: The Problem of Uniformity Cost in Intellectual
Property Law, 55 AM. U. L. REv. 845, 893 (2006) (“The courts have resisted using discretion to
sustain categorical exclusions from patentable subject matter, finding this to be too crude a
filter.”).

124. See Magliocca, Blackberries, supra note 96, at 1811.

125. Id. at 1812-13.

126. See Robert P. Merges, The Trouble with Trolls, 24 BERKELEY TECH. L.J. 1583, 1598
(2009) (describing the Supreme Court’s “surgical” solution to the patent problem in the railroad
industry); Robert P. Merges, The Uninvited Guest: Patents on Wall Street, 88 FED. RES. BANK
ATLANTA ECON. REV. 1, 7-8 (2003) (describing the disruptive effect of patents in the nineteenth
century on the railroad industry).
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C. Section 101 and Over-Reward Theories

There is no consensus among over-reward theorists as to how
Section 101 should police the incentive structure of the patent system.
Individualized assessments of the incentives operating on individual
patentees are obviously impractical. Neither the Patent Office nor the
courts have sufficient resources to determine whether each alleged
invention would have been produced without the possibility of
patenting. Thus, Section 101 is incapable of furthering the goals of
over-reward theorists to the extent that those goals require
individualized assessment.

It is possible, however, to imagine over-reward goals operating
on a less granular level. Categorical exclusions could potentially
further these goals. For example, if it were determined that there
were sufficient incentives to innovate—beyond the patent
system—across an entire category of inventions, then categorical
exclusions would be possible for the same reasons mentioned in Part
IV.B. Courts and the Patent Office have the ability to distinguish
between subject matter categories, once those categories have been
identified.

D. Section 101 and Non-Economic Theories

The applicability of non-economic moral theories via Section
101 appears to be more appropriate at one level of patent enforcement
than another. Courts are accustomed to making moral, ethical, and
other non-economic distinctions. Thus, filtering patents by their
implication on such a non-utilitarian basis would seem to be a
workable, if unenviable, task for judges. Indeed, Tun-Jen Chiang has
argued that judges have done precisely that in handling recent
patentable subject matter cases.

On the other hand, such non-economic decisions are an
awkward fit for a governmental agency like the Patent Office. The
Patent Office is ill-equipped to make ethical and moral distinctions.
Furthermore, the agency’s position within the executive branch means
that the standards by which the agency would review patents would
be subject to change with the change of administration.

V. CONCLUSION

John Duffy has suggested that patentable subject matter rules
“always fail” because of the dynamic nature of innovation.!?” Duffy

127. Duffy, supra note 48, at 614.
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cites to the general models that predict standards to be more durable
than rules when faced with changing circumstances, a definitional
element of innovation.'?® The Supreme Court’s uneasy history with
the doctrine of patent-eligible subject matter supports Duffy’s claim.

But, this Article argues the Supreme Court should consider
applicability when it modifies the standards for patent-eligibility
under 35 U.S.C. § 101. In particular, Section 101 is more likely to be
successfully applied by courts and the Patent Office when seeking to
fulfill the goals of “innovation-harm” and “over-reward” theorists.
This is because both of these theories have strands that rely on
categorical exclusions. Adjudging categorical exclusions is more
practicable for resource-limited institutions like the federal courts and
the Patent Office than other types of exclusionary tests that require
patent-scope-based inquiries. While far from perfect, subject matter
exclusions would be applicable by patent examiners and courts, and
understandable to those in the relevant industry. Preemption
concerns, on the other hand, while laudable, are better-governed
through the doctrines of enablement and written description.

128. See id.; see also Isaac Ehrlich & Richard A. Posner, An Economic Analysis of Legal
Rulemaking, 3 J. LEGAL STUD. 257, 277 (1974) (noting the costs of altering rules to keep pace
with technological change).






