






VANDERBILT LAW REVIEW

claims a novel rug pattern design. Must the designer disclose details
about the weaving technique that renders the novel appearance? Design
patents, restricted as they are to visual information, tend to disclose no
such details, and we know of no modern case requiring any such
disclosure.

In sum, enablement/indefiniteness should not be dismissed as a
(lead letter in modern design patent law. The modern cases leave higher-
level questions unanswered, and the reliance on utility patent rhetoric
generates ambiguities. The problem here is a common one in design
patent law: utility patent rhetoric has been borrowed without careful
attention to the differences between utility patent disclosures and design
patent disclosures. The enablement-to-rnake standard, applied
vigorously, would risk inviting the PTO and the courts to require
disclosure of detailed technical information in the service of a teaching
function that design patent disclosures are not intended to perform.
While we know of neither judges nor patent examiners who seem poised
to deploy such a standard, its presence in the case law should give us
pause about whether the role of the disclosure in design patents is well
understood.

B. The Described Design

In utility patent law, the enablement and written description
requirements overlap in some cases,1 42 but the Federal Circuit has
concluded that the two requirements are separate.1 43 Like the
enablement requirement, the written description requirement regulates
scope: it plays "a vital role in curtailing claims ... that have not been
invented, and thus cannot be described." 1 44 The "essence" of the written
description requirement, the Federal Circuit has said, "is that a patent
applicant, as part of the bargain with the public, must describe his or her
invention so that the public will know what it is and that he or she has
truly made the claimed invention."1 45 Subsumed within this scope-
regulating function of the disclosure (or at least closely related to it) is
the role of the disclosure in policing possession-the disclosure must
demonstrate to persons of ordinary skill in the art that the inventor was
in possession of the claimed invention as of the application date. 146

142. Ariad Pharm., Inc. v. Eli Lilly & Co., 598 F.3d 1336, 1352 (Fed. Cir. 2010) (en banc).
143. Id. at 1344 (ruling that § 112 contains separate enablement and written description

requirements).
144. Id. at 1352.
145. Abbvie Deutschland GmbH & Co., KG v. Janssen Biotech, Inc., 759 F.3d 1285, 1298 (Fed.

Cir. 2014).
146. Vasudevan Software, Inc. v. MicroStrategy, Inc., 782 F.3d 671, 683 (Fed. Cir. 2015).
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Like enablement/indefiniteness, the written description
requirement might seem to be a fringe issue in modern design patent law,
but when it does arise, it seems bereft of any coherent animating
principle. The written description requirement has surfaced in design
patent cases only in the context of drawing amendments that are alleged
to imperil claims to priority. The leading decision is In re Daniels. 147 The
applicant had claimed a design for a "leecher"148 adorned with leaf
ornamentation as shown below (left), in an application filed on the
inventor's behalf by the American Inventors Corporation.149 While the
application was pending, the FTC charged American Inventors with
operating a deceptive invention promotion scheme, alleging that
American Inventors systematically filed design patent applications on
utility patent subject matter without informing their clients of the
differences between the regimes, often adding decorative matter to the
disclosed subject matter to facilitate allowance.50 Daniels evidently
became aware of this and retained new patent counsel, and the new
lawyer filed a second application depicting the leecher design without the
leaf ornamentation, as shown below (right),15 1 and designated the second
application a continuation of the first. Daniels apparently needed to rely
on the filing date of the parent application in order to avoid intervening
prior art,1 52 and this presented a written description issue: Did the
drawings in the parent application including the leaf ornamentation
provide written description support for the drawings in the child
application, which lacked the ornamentation?

147. 144 F.3d 1452 (Fed. Cir. 1998).
148. Evidently a device for trapping leeches. Id. at 1454.
149. Id.
150. Id.
151. Id. at 1454-55.
152. Id. at 1455.
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FIGURE 10: DRAWINGS FROM U.S. DESIGN PATENT APPLICATIONS

SERIAL Nos. 07/902,055 AND 29/020,787

The Federal Circuit held that it did. The court viewed the test for
sufficiency of the written description as "the same, whether for a design
or a utility patent," 153 although that could only be true at a relatively high
level of generality. According to the court, the written description inquiry
for design patents was "sim-ply to determine whether the inventor had
possession at the earlier date of what was claimed at the later (late," and
this was to be carried out by looking at what was visible in the drawings,
because it was the drawings of the design patent "that provide the
description." 154

The court then applied its visibility test-with extraordinary
generosity. The "article of manufacture" (by which the court apparently
meant the body of the leecher) was "clearly visible in the earlier design
application," the court concluded. 155 The leaf ornamentation did not

"1obscure the design of the leecher, all details of which are visible in the
drawings of the earlier application." 156 It seemed important to the court
that the change to the drawings involved surface ornamentation; it gave
the court a basis for saying that the "leaf design" was a "mere indicium"
that did not "override the underlying design.9 157 Thus, according to the

153. Id. at 1456.

154. Id.
155. Id. at 1456-57.
156. Id. at 1457.
157. Id.
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court, the drawings in the parent application demonstrated to the
hypothetical designer of ordinary skill that, as of the parent application's
filing date, Daniels had possession of "the later claimed design of that
article." 158

In current design patent law, the major doctrinal issue
surrounding the written description requirement is whether to take the
Daniels visibility test seriously as precedent. It might reasonably be read
as a test of general application (reinforcing the message that § 112
compliance is a casual matter for design patents); as a test limited to the
curious instance of amendments that remove superficial surface
ornamentation from shape or configuration claims;159 or as a case that
should merely be written off as a judicial response to an especially
sympathetic plaintiff. While the virtual absence of other significant
decisions on the written description requirement for design patents has
rendered the Daniels test the de facto foundation for analysis, it is not
clear that Daniels has permanently put to rest other, potentially more
aggressive approaches to the written description requirement, and
sentiment in favor of such approaches periodically has manifested itself
in case law and PTO proposals.

One such approach rests on the idea that design subject matter is
unitary. It is taken as axiomatic that "[a] design claim covers the entire
design as a whole" and that this protection "does not extend to any
individual part or portion thereof." 160 The Daniels test, at least as applied
in Daniels itself, arguably takes some liberties with the notion of unitary
design by shrugging off the disappearing leaf ornamentation as "mere
indicium."

While this is troubling, pressing the unitary design thesis to its
ultimate extreme is also troubling. If design is truly unitary, then it might
seem that any change to a drawing might implicate the written
description requirement. According to the Federal Circuit in Daniels, it
was just this sort of extreme reasoning that had animated the Board's
decision, and that required reversal. 161

158. Id. The court also said that the subject matter of the later application is common to that of
the earlier application, id., but this seems to us more a conclusion than a rationale.

159. The MPEP endorses Daniels but also attempts to derive a general rule from it that
juxtaposes undefined concepts of the "appearance" of a design and a design's "configuration": "An

amendment which alters the appearance of the claimed design by removing two-dimensional,
superimposed surface treatment may be permitted if it is clear friom the application that applicant
had possession of the underlying configuration of the design without the surface treatment at the
time of filing of the application." MPEP, supra note 8, § 1504.04.

160. MPEP, supra note 8, § 1504.05; see KeyStone Retaining Wall Sys., Inc. v. Westrock, Inc.,
997 F.2d 1444, 1450 (Fed. Cir. 1993) (rejecting claim for infringement).

161. Daniels, 144 F.3d at 1457.
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Yet in a prior case, Salmon,162 the Federal Circuit had seemed to
lean heavily on the notion of unitary design to explain why an applicant's
claim to priority was defeated by a failure to comply with the written
description requirement. In Salmon, the Federal Circuit had rejected an
applicant's assertion that its claimed design for a stool having a round
seat could trace priority back to an earlier application showing a stool
design having exactly the same features, except with a square seat.163

The drawings from the later application are shown below:

FIGURE 11: DRAWINGS FROM U.S. DESIGN PATENT No. D234,101

The court explained that the stool design claimed in the later
application was not the "same design" as that claimed in the first
application. 164 The court said that "[n]othing in the text of the application
or the attached drawings even intimated that the square shape of the seat
was not an integral element" of the design being claimed in the first
application, nor did the text or drawings suggest that "the design
consisted of only the tubular portion of the stool and not the seat."165

Substituting any other seat shape for the round shape constituted an

162. In re Salmon, 705 F.2d 1579 (Fed. Cir. 1983).

163. Id. at 1582. The patentee had sought to have the second patent reissued to incorporate the

claim to priority. Id. at 1580.

164. Id. at 1581-82. Both seat shapes had been depicted in solid lines, unfortunately for the

applicant. See infra notes 173-174 and accompanying text for further discussion of the issue of

partial claiming.

165. Salmon, 705 F.2d at 1581.
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impermissible change of "configuration," the court declared. 166 The court
rejected the patentee's argument that the shape of the seat was
"immaterial" or that the round shape was a mere "obvious variation" over
the square.167 The court reasoned that all elements of a design are
material because a design is a "unitary thing,"168 although it also said
that determining "whether particular differences in designs are
sufficiently significant to produce different designs is largely a matter of
aesthetics." 169

This drew a sharp dissent from Judge Nichols, who asserted that
"[t]here is no reason, except judicial fiat, why a design, even if largely a
matter of aesthetics, should not allow [for] immaterial variations." 170

According to Judge Nichols, "The court is treating design as a mysterious
black art it cannot understand, and will not learn, so cosmic significance
may lurk in variations that would be irrelevant and immaterial to a
tutored eye. If design is thus unknowable, design patents should not be
litigated in judicial tribunals." 171

The Daniels court was aware of Salmon and attempted to
distinguish it, albeit in entirely conclusory terms.172 And perhaps there
are ways to harmonize Salmon with Daniels or otherwise to minimize the
effect of Salmon on the Daniels visibility test. One might argue that
Salmon is an example of the rare situation in which the original drawing
fails the visibility test. By virtually ignoring the ordinary designer as the
interpretative lens for the analysis, perhaps the court in Salmon viewed
Daniels as accommodating only the subtraction of minor visual elements
from the drawings (i.e., where the addition or substitution of almost any
visible element fails). Relatedly, one might point out that Salmon could
be read as a story of applicant error concerning the conceptualization of
the design-the applicant should have originally rendered the stool seat
in broken lines to the extent that the design inheres only in the tubular
support portion, a practice sometimes referred to as partial claiming.173

Indeed, the PTO has previously chosen to read Salmon in this manner,
as support for a general rule that "[a]n amendment that changes the

166. Id. (quoting the Board with approval).
167. The latter argument has been rejected in utility patent law. Ariad Pharm., Inc. v. Eli Lilly

& Co., 598 F.3d 1336, 1352 (Fed. Cir. 2010) (en banc).
168. Salmon, 705 F.2d at 1582 (quoting In re Blum, 374 F.2d 904, 907 (C.C.P.A. 1967)).
169. Id.
170. Id. at 1583 (Nichols, J., dissenting).
171. Id.
172. In re Daniels, 144 F.3d 1452, 1457 (Fed. Cir. 1998) (merely reciting that the earlier

application did not provide a description of the later-claimed design).
173. See 37 C.F.R. § 1.152 (2016) ("Broken lines may be used to show visible environmental

structure ...."); In re Zahn, 617 F.2d 261 (C.C.P.A. 1980) (upholding the use of broken lines to show
unclaimed but visible aspects of a design).
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scope of a design by either reducing certain portions of the drawing to
broken lines or converting broken line structure to solid lines" does not
give rise to a written description problem because the "applicant was in
possession of everything disclosed in the drawing at the time the
application was filed and the mere reduction of certain portions to broken
lines or conversion of broken line structure to solid lines is not a departure
from the original disclosure." 174

On the other hand, Salmon could be seen as an exemplar of the
reliance on unitary design and thus as the antithesis of the Daniels case.
This is important because, notwithstanding Daniels, there have been
some indications that the PTO might breathe new life into the written
description requirement as applied to design patents. 175 In a public
presentation in 2014, a PTO design specialist seemed to call for a written
description requirement applicable to amended or later-added drawings
in design patent cases that would inquire broadly into whether the
"amended design looks different from the original," or whether the
amended design was "recognizable" by those of ordinary skill as the
original design. 176 The PTO had also issued a Request for Comments on
a new multi-factor approach for applying the written description
requirement in design patent matters, although the PTO emphasized
that the approach was intended to govern "rare" cases.177 After vocal

174. MPEP, supra note 8, § 1504.04.
175. The Federal Circuit's decision applying the written description requirement in In re Owens,

710 F.3d 1362, 1368-69 (Fed. Cir. 2013), should not be taken as indicative of a trend towards more
rigorous enforcement of the requirement, because Owens involves truly peculiar facts. In the case,
the Federal Circuit upheld the denial of a claim to priority based on the written description
requirement where the continuing application added a so-called "unclaimed boundary line" to the
drawings where there had been no indication of any such boundary in the original drawings. Id. The
case involved a design for a bottle, and the original drawings showed an undivided pentagonal front
panel, whereas the continuing application added a boundary line to mark off a trapezoidal top portion
of the front panel. Id. at 1368.

176. See Richard Stockton, The Written Description Requirement in US Design Patent
Prosecution: Background and Recent Developments, BANNER & WITCOFF (Mar. 12, 2014),
http://bannerwitcoff.com/_docs/library/articles/R. 20Stockton.Written o20Description o20Recent o
20Developmentso20ando20Summary.pdf [https://perma.cc/4SB9-3DBM]. Moreover, the
presentation seemed to suggest that amendments converting solid lines to broken lines (or vice versa)
were likely to change the overall appearance of the design, contrary to the view of Salmon taken in
the MPEP.

177. Request for Comments and Notice of Roundtable Event on the Written Description
Requirement for Design Applications, 79 Fed. Reg. 7,171, 7,172 (Feb. 4, 2014). The proposed factors
included:

(1) The presence of a common theme among the subset of elements forming the newly
identified design claim, such as a common appearance;
(2) the subset of elements forming the newly identified design claim share an operational
and/or visual connection due to the nature of the particular article of manufacture (e.g.,
set of tail lights of an automobile);
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critique, the PTO withdrew its first proposal and substituted a second, 178

discarding the formal multi-factor approach in favor of a "totality" of
considerations approach, where the considerations include: (1) what the
disclosure in the parent application (including drawings and any verbal
disclosure) "reasonably conveyed to an ordinary designer at the time of
the invention"; (2) "how an ordinary designer in the art would have
designed the article that is the subject of the design claim"; and (3) "the
nature and intended use of the article embodying the claimed design as
identified by the title or description." 1 79

Whether the second proposed test differs materially from the first
may be debated,180 but it is difficult to square either test with the
visibility test of Daniels. As a practical matter, that problem may be
confined to a narrow band of cases (at least according to the PTO's
pronouncements), but this movement on the written description
requirement is important for reasons that transcend the practical: it
exposes continuing uncertainty about how to relate the disclosure in a
design patent to the subject matter that design patents protect. In the
absence of progress towards refining the concept of the design to be
protected, the likelihood of extreme and unpredictable swings in the
application of the written description requirement to designs is
substantial.

C. Restriction Practice and the Concept of Embodiments of a Design

Restriction practice provides the final example of an effort to apply
utility patent rules to design disclosures. It yields yet additional rhetoric,
and potentially additional confusion, on what constitutes the protected
subject matter in a design patent.

(3) the subset of elements forming the newly identified design claim is a self-contained
design within the original design;
(4) a fundamental relationship among the subset of elements forming the newly identified
design claim is established by the context in which the elements appear; and/or
(5) the subset of elements forming the newly identified design claim gives the same overall
impression as the original design claim.

Id- The "rare" cases included only those in which the amended drawings were directed at some
subsidiary portion of the design depicted in the original drawings. Id.

178. See generally Request for Comments on the Application of the Written Description
Requirement to Specific Situations in Design Applications, 81 Fed. Reg. 22,233 (Apr. 8, 2016).

179. Id. at 22,236.
180. See, e.g., Am. Intellectual Prop. Law Ass'n, Comment Letter on Request for Comments on

the Application of the Written Description Requirement to Specific Situations in Design Applications,
U.S. PAT. & TRADEMARK OFF. (June 14, 2016), http://www.uspto.gov/sites/default/files/documents/
designcomments-a-aipla-14june2016.pdf [https://perma.cc/JXL9-URH2] (arguing that the second
test is objectionable for the same reasons as the first-it would increase uncertainty and cost, and
would induce applicants to "front load" design patent disclosures with large numbers of embodiments
to hedge against rigorous application of the written description requirement).
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Any given utility patent is to be directed to only a single invention.
But utility patents frequently disclose multiple embodiments of the
invention being claimed.181 This practice is permissible as long as the
disclosed embodiments are all directed to the same invention. If two or
more "independent and distinct" inventions are claimed in one
application, the PTO is authorized to require the applicant to split the
application into multiple pieces, each to be filed as an individual
application.182 The procedure is referred to as "restriction practice" and
exists to prevent applicants from bundling multiple inventions together
into one application as a strategy for avoiding filing fees. To determine
whether disclosed embodiments are directed to independent and distinct
inventions, the PTO determines (1) whether there is any disclosed
relationship between them in design, operation, and effect (the
independence inquiry) and, if not, (2) whether at least one is patentable
(novel and nonobvious) over another. 183

These general principles have been extended to design patent
practice, but, as with the § 112 doctrines, the translation is not
straightforward and the results are unpredictable. A threshold legal
question is whether the inclusion of plural embodiments in a design
patent would offend restrictions on eligible subject matter.18 4 But the
C.C.P.A. summarily rejected this argument long ago.185

Another key threshold question is primarily conceptual: Can one
meaningfully speak of multiple "embodiments" of a single design for
design patent purposes, especially given the fact that only designs, not
design concepts, are eligible for design patent protection? For example,
Pacific Coast Marine filed a design patent application directed to boat
windshield designs that disclosed what Pacific Coast asserted were seven
embodiments of a single design, depicted in the drawing figures below: 18 6

181. And, because utility patents may contain multiple claims, it is commonplace for a utility
patent to include some claims that encompass the entire group of disclosed embodiments, and other
claims that may be drawn more narrowly to individual embodiments.

182. 35 U.S.C. § 121 (2012).
183. MPEP, supra note 8, § 802.01.
184. See 35 U.S.C. § 171 (2012) (restricting eligible subject matter to any design for "an article

of manufacture").
185. In re Rubinfield, 270 F.2d 391, 393 (C.C.P.A. 1959). The PTO took the position that § 171's

reference to "an" article of manufacture limited applicants to a single article in any given design
patent application. Id. The C.C.P.A. dismissed this argument, pointing out that § 171 was no more
limited to a single article by its language than was § 101, and it was already well-established that
§ 101 allowed for multiple embodiments of inventions to be disclosed in utility patents. Id.; see also
In re Platner, 155 U.S.P.Q. (BNA) 222 (Comm'r Pat. 1967) (rejecting the argument that including
plural embodiments in a design patent application renders the application per se indefinite).

186. Pac. Coast Marine Windshields Ltd. v. Malibu Boats, LLC, 739 F.3d 694, 697-99 (Fed. Cir.
2014); U.S. Patent. No. D555,070 (issued Nov. 13, 2007).
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FIGURE 12: DRAWINGS FROM U.S. DESIGN PATENT APPLICATION SERIAL No. 29/258,753

FIG. 1

FIG. 7

FIG. 10

FIG. 11

FIG. 12FIG. 8

FIG. 9

As shown, the depicted windshields vary according to (1) the
number of vent openings, (2) the shapes of the vent openings, and (3) the
presence or absence of a center hatch. In what sense could these even
conceivably be embodiments of a single design, rather than merely a
group of independent and distinct designs?

At a conceptual level, the answer should be that not every change
to a drawing results in a change to the overall visual impression conveyed
by the drawing, and thus not every variation between drawings should
result in a determination that the drawings depict independent and
distinct designs. Attempting to operationalize that answer in design
patent doctrine, the C.C.P.A. observed in In re Rubinfield that under the
standard for obvious-type double patenting, a designer cannot obtain

20161 1671
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separate patents on designs that are obvious variations of one another. 187

Thus, the court reasoned, drawings that depict obvious or substantially
similar variants ought to be permitted within a single design patent
application (and, it follows, necessarily conceptualized as "embodiments"
of a single "design"). 188

The PTO has attempted to incorporate these principles into its
rules for current restriction practice. The rules expressly permit plural
embodiments of a design in a single design patent application, but caution
that the disclosure should "make clear that multiple embodiments are
disclosed and should particularize the differences between the
embodiments." 1 8 9 The rules also forbid the disclosure of more than one
independent or distinct design. To determine distinctness (the usual issue
in design patent practice), the PTO employs the design patent
obviousness standard, testing whether any given purported embodiment
in the design patent's disclosure is in fact a mere obvious variant of
another.1 90 Purported embodiments that fail this test are treated as
distinct designs that must be restricted out and protected, if at all, in a
separate design patent application.

None of this is quite as easy as it may sound. For example, to
return to the boat windshield drawings, the PTO imposed a restriction
requirement, identifying five designs, not just one, and grouping the
seven depicted windshields in five groups as follows (the groupings being
indicated by the Roman numerals):1 91

187. 270 F.2d at 393-94. The court also invoked Gorham Co. v. White, 81 U.S. 511 (1871), for
the proposition that the scope of a design patent is not limited to identical copies of the depicted
design. Rubinfield, 270 F.2d at 393.

188. The C.C.P.A. also rejected older Commissioner's decisions that had seemed to suggest that
a design patent applicant should subdivide a design into essential and nonessential elements and
provide drawings that depicted only the essential elements. Rubinfield, 270 F.2d at 394 (discussing
Exparte Kahn, 1905 C.D. 212, and Feder v. Poyet, 1899 C.D. 218).

189. MPEP, supra note 8, § 1504.05.
190. The PTO specifies:

[I]t must first be determined whether the embodiments have overall appearances that are
basically the same as each other. If the appearances of the embodiments are considered
to be basically the same, then it must be determined whether the differences are either
minor between the embodiments and not a patentable distinction, or obvious to a designer
of ordinary skill in view of the analogous prior art. If embodiments meet both of the above
criteria they may be retained in a single application. If embodiments do not meet either
one of the above criteria, restriction must be required.

Id. The PTO takes a harder line where the design patent application discloses a design that is
composed of a combination of components, and also separately depicts individual components of the
combination. See id. § 1504.06 (instructing examiners to apply the obviousness standard, but without
looking to any additional "analogous" prior art, an analysis that may be more likely to yield a
conclusion that one embodiment is not an obvious variant of another).

191. Pac. Coast Marine, 739 F.3d at 698.
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FIGURE 13: EXAMINER'S GROUPINGS FROM U.S. DESIGN PATENT

APPLICATION SERIAL No. 29/258,753

1673

GROUP I

FIG. 1

GROUP 1I

FIG. 7 FIG. 12

GROUP III

GROUP IV

FIG. 8

FIG. 9

GROUP V

FIG. 10 FIG. 11

Our point is not to quarrel with the examiner's groupings or to
pick apart the underlying obviousness analyses. Rather, it is to suggest
that there are difficult doctrinal and conceptual issues here below the
surface that warrant discussion. One doctrinal issue is that of
perspective: obviousness is determined from the perspective of the
hypothetical ordinary designer, but infringement is determined from the
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perspective of the ordinary observer.192 It is not self-evident which
perspective should govern the question of whether variations among
drawings constitute embodiments of a single design. Second, the
obviousness standard embedded in the PTO's analysis has never been
squarely examined at the Federal Circuit or the Supreme Court to
determine whether it satisfies the Supreme Court's expectations for
obviousness analysis set forth in the KSR utility patent decision. 193

Third, it is remarkably difficult to extract from the PTO's
restriction practice any clear conception of what constitutes the design
subject matter in a given design patent. In the Pacific Marine example,
even accepting the PTO's restriction rules, a reasonable analysis might
lead to a conclusion that there are seven designs-or one design-or five.
Utility patent rhetoric, which draws on notions that there are such things
as "embodiments" of designs, only lends further confusion to the analysis.

CONCLUSION

Our analysis identifies three major challenges lying ahead for
disclosure doctrine and theory in design patent law. First, design patent
law must do a better job of developing rules that reflect the insistence on
predominantly visual disclosure. But this is not merely an exercise in
borrowing rules ad hoc from utility patent law, because the vast
jurisprudence developed there for adequacy of disclosure is deeply infused
with linguistic inquiries that take for granted that the technical
disclosure will be rendered predominantly in writing. If this task proves
too much for design patent law, it may be time to rethink the nearly
exclusive reliance on visual information in design patent documents.

Second, design patent rules on disclosure must be framed in
language that recognizes that the disclosure and the claim are not readily
segregable in design patents. This is crucial because the rhetoric of utility
patent disclosure doctrine takes as an article of faith that one can talk
sensibly about a "description" separate of a "claim."194 Design patent rules
are merely circular when framed in that same rhetoric.

Third, design patent law ultimately must arrive at a coherent
notion of the protected subject matter. Modern design patent disclosure
cases often seem inconsequential on the surface, but they often pose (and

192. When Rubinfield was decided, the perspective to be used for obviousness had not been
settled definitively. See In re Nalbandian, 661 F.2d 1214, 1214 (C.C.P.A. 1981) (adopting the
"ordinary designer" standard).

193. See KSR Int'l Co. v. Teleflex Inc., 550 U.S. 398 (2007).
194. See, e.g., Ariad Pharm., Inc. v. Eli Lilly & Co., 598 F.3d 1336, 1347 (Fed. Cir. 2010) (en

banc) (stating that "[c]laims define and circumscribe" while "the written description discloses and
teaches").
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leave unanswered) difficult questions about the object of design patent
protection, a fundamental question in any intellectual property regime.

APPENDIX: EMPIRICAL METHODOLOGY

A. Sampling

We collected the design patent numbers, grant dates, and class
information used in this study through a series of Freedom of Information
Act requests with the PTO. We removed withdrawn patents, yielding a
population of 134,171 design patents.195 We used this dataset to create a
stratified random sample that was proportionally allocated by year of
grant.196 This approach was intended to ensure that our sample was not
overly concentrated with newer patents, since patenting rates have
grown tremendously over the years and our initial historical research
indicated that we were likely to observe changes in the patents'
disclosures over time. The resulting sample included 11,870 design
patents and reflects about 8.85% of the total patents granted during this
time period.

In addition to being proportionally allocated by year, the resulting
sample is also representative of the most common design sectors patented
during this era. Figure 14 below compares the parent class data from our
sample with the population of all design patents granted over this period.

195. Of these 134,171 non-withdrawn design patents, 90 were reissued. The design patents span
from U.S. Patent No. D1 (issued Nov. 9, 1842) to U.S. Patent No. D134,277 (issued Nov. 3, 1842).

196. We set the range by issue dates because filing dates are unknown for the early patents in
the dataset. For STATA users interested in reproducing the sample, we set the seed to 38846785,
which was the serial number of a dollar bill found in one of the author's pockets that day.

20161 1675
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FIGURE 14: SHARE OF DESIGN PATENTS GRANTED BY PARENT CLASS (1842 TO 1942)

Textile or Paper Yard Goods (D5)
Apparel & Haberdashery 0)2)

Equipment for Preparing or Serving Food or Drink (D7)
Furnishings (16)
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L igh tin g (I326) ..... . ........ . ..... .. ........ . .. ...... .

Transportation (D12)
Packages & Containers H)9)

Heating & Cooling, Fluid Handling & Sanitary Equipment (D23)
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As exemplified by the proximity of each class's markers in the
figure, our sample's class composition tracks well with the population.
Indeed, when comparing the sample and population targets, the thirty-
three parent classes only varied from each other by about 0.086%, on
average.1 97 Based on the limited information available about the broader
population of design patents, by randomly sampling via proportional
allocation by year, our sample appears adequately representative of
design patents granted over the regime's first century.

B. Coding & Reliability

Because existing datasets, like those at the PTO, use low-quality
digital scans of old design patents, we manually coded all of the
disclosure-related metrics that were used in this study. To accomplish
this, we collaborated with a group of research assistants at the Indiana
University Maurer School of Law during the 2015-2016 school year that

197. Min=0.0043, Qi=0.0219, Q2=0.0612, Q3=0.1328, Max=0.2560. While the importance of
these differences varies by relative quantity, even in classes with small compositions these
differences were slight. For example, when comparing the twenty-one classes whose share of total
patents granted was less than 2%, our sample only varies from the target population by about
0.0873% on average (Min=0.0067, Qi=0.0232, Q3=0.1328, Max=0.2560).
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were in their second or third years of law school and enrolled in various
intellectual property law courses. 198 All members of the group attended a
series of informational meetings about the project and were given the
same code book and examples prior to beginning. In addition, we met
regularly with the group throughout the process to ensure uniformity.
However, coders were not informed about our research hypotheses during
the process.

Each student received an equal subset of design patents to code,
which were assigned on a rolling basis by (grant) year to ensure an equal
distribution of coders across the dataset's full timeline. About 10% of the
sample was double coded to assess interrater reliability. Since some of
the patents are incomplete-such as those missing drawings or a
description-we rounded up and double coded 1,200 patents (i.e., 10.1%
of the sample). Each of the core variables are discussed in further detail
below. All were within acceptable interrater reliability norms.

1. Written Description (including Claims)

To assess the amount of verbal content found in design patents,
coders first measured the length of each patent's written description
(including claims). We opted for a length measurement over a simple
word count analysis because of the poor quality of the scanned patents
found in the Patent Office's full-image database, whose scanning artifacts
artificially inflate their word counts. Our coders measured the length of
each patent by hand, using Adobe Acrobat's "Distance Tool" to obtain a
consistent calibration across all patents and coders. These measurements
represent the height (inches) of the written content found below the
patent's title and bibliographic information--i.e., the written description
(including the claims).

Our coders measured these distances down to a hundredth of an
inch. If a patent's description spanned more than one page, each page's
measurements were added together. Since there was a high degree of
heterogeneity in the captions-largely due to changes in the fonts and
spacing over this time-our coders did not include the captions in their
measurements. While we would have preferred to measure the length of
written description separately from the claims, the Patent Office's two-
column format made this impossible. The old patents also lacked uniform
column widths and line references, which might have made this feasible.

We found that about 94% of the measurements in our double coded
set were within 0.10 inches of those in our main sample (i.e., 1,124 of

198. Special thanks to Jeffrey Furminger, Daniel Parks, Sarah Rounsifer, Betsy Tao, and
Wenkai Tzeng.
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1,200). Additionally, the intraclass correlation coefficient-which is
bound between 0 and 1, where 1 indicates perfect correlation-was
0.97220, indicating the variable was highly reliable.

After measuring the length of each specification, coders also
recorded whether each patent's specification was handwritten and the
quantity of claims that it contained. Interrater reliability for both metrics
was excellent: Of the 1,200 double coded patents, we observed a 100%
match rate for both. Since we observed perfect agreement, the Cohen
Kappa statistic-which ranges from 0 to 1, where higher values indicate
that agreement is less likely to be attributable to chance, and is therefore
more reliable-for both variables was a perfect 1.

2. Figures

To assess the amount of visual information found in design
patents, we coded their quantity of figures and type of representation (i.e.,
photograph or drawing). While counting the number of figures in a design
patent is quite easy today, this proved more difficult over the time horizon
in our sample due to the lack of figure numbering, missing descriptions,
and the poor quality of many of the old scanned patents (often making it
difficult to distinguish some cross-sectional and side views from simple
scratches on the scans).199 Nonetheless, interrater reliability was high.
Even if we include fonts-which are most likely to be miscounted-only
27 of the 1,200 double coded patents did not match the quantity of figures
coded in our initial sample, resulting in a 98% rate of agreement. As
another very strong indicator of its reliability, this variable's Cohen
Kappa was 0.9661.200

Coders also indicated whether the figures appeared to be a
photograph or drawing of the claimed design. The interrater reliability of
our sample was high, resulting in a 97% rate of agreement with those in
our double coded sample (1,169 of 1,200). Additionally, the Cohen Kappa
statistic for this variable was 0.7423, indicating the strength of
agreement was substantial.20 1

199. See, e.g., U.S. Patent No. D950 (issued Oct. 13, 1857).
200. While the number of figures is technically a continuous variable, we have treated it as an

ordinal variable here because of the observed lack of variability.
201. See J. Richard Landis & Gary G. Koch, The Measurement of Observer Agreement for

Categorical Data, 33 BIOMETRICS 159, 165 (1977).
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