Vanderbilt Journal of Entertainment & Technology Law

Volume 19

Issue 4 Issue 4 - Summer 2017 Article 3

2017

| Dissent: The Federal Circuit's "Great Dissenter," Her Influence on
the Patent Dialogue, and Why It Matters

Daryl Lim

Follow this and additional works at: https://scholarship.law.vanderbilt.edu/jetlaw

6‘ Part of the Intellectual Property Law Commons, and the Judges Commons

Recommended Citation

Daryl Lim, | Dissent: The Federal Circuit's "Great Dissenter,' Her Influence on the Patent Dialogue, and Why
It Matters, 19 Vanderbilt Journal of Entertainment and Technology Law 873 (2020)

Available at: https://scholarship.law.vanderbilt.edu/jetlaw/vol19/iss4/3

This Article is brought to you for free and open access by Scholarship@Vanderbilt Law. It has been accepted for
inclusion in Vanderbilt Journal of Entertainment & Technology Law by an authorized editor of
Scholarship@Vanderbilt Law. For more information, please contact mark.j.williams@vanderbilt.edu.












2017] THE FEDERAL CIRCUIT'S GREAT DISSENTER 901

1. The Federal Circuit’s “Most Prolific Contrarian”

Law360 published an article in 2016 reporting that Judge
Newman “built her reputation as the appellate court’s most prolific
contrarian.”’®* It observed that Judge Newman had filed more
dissents in the preceding year than any of her colleagues—even
trebling the amount written by Judge Timothy Dyk, who ranked
second for number of dissents that same year (see Figure 1 below).165
In the same article, Professor Arti Rai noted that Judge Newman
traditionally had a rate of dissent higher than those of her
colleagues.'®6 A decade before, Jones Day patent litigator Gregory
Castanias reported that Judge Newman wrote half of all the dissents
in patent cases that year.167

According to Judge Newman, “the formalized expression of
contrary views is part of jurisprudential culture, and may advance and
clarify the law.”168 She explained that she dissents when she thinks
the majority is wrong without regard to the composition of the
panel.’®® She sees her job as a judge as an obligation to reach the
right decision, and to speak out if that has not been achieved.!™ She
does not distinguish between a case where “the impact is billions of
dollars, or a single vaccine-injured child.”!”? She is uninterested in
leaving a legacy: “My concern is to get things right in the present.”'"2

164. Gurrieri, supra note 18.
165. Id.

Over the past year, Judge Newman, known as the “great dissenter,” sat on the panel
that issued opinions for 73 patent cases and she dissented at least in part to
the majority’s decisions in 13 of those cases. Her rate of filing dissents—17.8
percent—far eclipsed that of any other Federal Circuit judge, with Judge Timothy B.
Dyk coming in second with four dissents in 76 patent cases he heard in which opinions
were issued, or about 5 percent.
Id.
166. Id.
167. Gregory A. Castanias et al., Survey of the Federal Circuit’s Patent Law Decisions in
2006: A New Chapter in the Ongoing Dialogue with the Supreme Court, 56 AM. U. L. REV. 793,
978 tbl.2 (2007).

168. Interview with Judge Pauline Newman, supra note 83.
169. Id.
170. Id.
171. Id.

172. Id.



902 VAND. J. ENT. & TECH. L. [Vol. XIX:4:873

Federal Circuit's Great

Dissenter Focuses on PTAB

Judge Pauline Newman proved fo be a particularly fierce jurist
in 2015, writing more dissents than any other judge in patent
cases. Many of the dissents penned by Judge Newman in 2015
spotlighted issues raised by PTAB proceedings.
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FIGURE 1: JUDGE NEWMAN’S DISSENTS IN 2015

SOURCE: VIN GURRIERI, NEWMAN CEMENTS STATUS AS FED. CIRC.’S GREAT
DISSENTER, LAW360 (MARCH 8, 2016)

Judge Newman’s great number of dissents are not confined to
the court’s patent docket. In an article titled “The Federal Circuit’s
Great Dissenter and Her ‘National Policy of Fairness to Contractors,”
Crowell & Morning Senior Counsel Stanfield Johnson observed that
“Judge Pauline Newman has dissented in a remarkable series of
appeals implicating important rights of government contractors. Her
dissents represent such a significant percentage of contract-related
appeals in which she participated that the government contracting
legal community may appropriately view her as the Federal Circuit’s
‘great dissenter.”173

2. Of Suppressed Dissents

The study of dissents can be problematic because they may be

173. W. Stanfield Johnson, The Federal Circuit’s Great Dissenter and Her “National
Policy of Fairness to Contractors”, 40 PUB. CONT. L.J. 275, 276 (2011).
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written but buried by their authors. Some judges may prefer to avoid
dissents except in cases of strong disagreement. A two-judge majority
on an appellate panel may compromise with a third judge to avoid a
dissent.1’* Justice Ginsburg pointed to “[a]n entire volume” that had
been devoted to the unpublished separate opinions of Justice
Brandeis.'”> She noted that “[h]e would suppress his dissent if the
majority made ameliorating alterations or, even when he gained no
accommodations, if he thought the Court’s opinion was of limited
application and unlikely to cause real harm in future cases.”'76

Judge Posner observed that “[m]ost judges do not like to
dissent” for a variety of reasons, including the perception that it
amplifies the majority opinion.'”” Perhaps it was this aversion to
dissent openly that led him to observe that there is “[a] certain
staleness in the current judicial culture—a tendency of judges to recite
propositions of doubtful veracity just because they had been repeated
before; a lack of curiosity and imagination; a lack of clarity and
candor; and a weak sense of fact.”178

Judge Newman, however, does not duck a fight. Fish &
Richardson Principal John Dragseth noted that judges “sometimes sit
on certain disagreements they may have with colleagues on particular
cases, but Judge Newman is one who ‘wants to make sure she explains
herself.”17® Dragseth explained that “[s]he’s been a patent lawyer
forever—since the 1970s . . . . She really understands the patent
system and feels it in her bones. She has strong views and will say if
she feels something isn’t quite right.”180

174. Sheldon Goldman, Conflict and Consensus in the United States Courts of Appeals,
1968 WIS. L. REV. 461, 479-80 (discussing the “give-and-take” of judicial decision making on the
courts of appeals); Cass R. Sunstein, Sober Lemmings, NEW REPUBLIC ONLINE (Apr. 13, 2003),
https://mewrepublic.com/article/64811/sober-lemmings [https://perma.cc/GJV4-UNDR] (describing
the conformism of federal judges).
175.  See, e.g., ALEXANDER BICKEL, THE UNPUBLISHED OPINIONS OF MR. JUSTICE
BRANDEIS (1957); see also UROFSKY, supra note 40, at 18.
In some instances, he decided to quash his opinion for strategic purposes, in that the
issue did not rank as high in his priorities as did other matters. But in some, the draft
dissent led the Court to change its mind, not necessarily coming over fully to
Brandeis’s position, but modifying its ruling to meet some of his objections.

Id.

176. Ginsburg, supra note 73, at 3-4; see also CLARE CUSHMAN, COURTWATCHERS:
EYEWITNESS ACCOUNTS IN SUPREME COURT HISTORY 161 (2011) (Louis Brandeis told Holmes, “I
think this case is wrongly decided . . . . But you have restricted the opinion so closely to the facts
of the case, that I am inclined to think it will do less harm to let it pass unnoticed by dissent.”).

1717. POSNER, supra note 64, at 32.

178. POSNER, supra note 2, at ix—x.

179. Gurrieri, supra note 18.

180. Id.
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In an interview, she said, “I have not hesitated to comment
when I think that a panel isn’t going in quite [the] appropriate
direction. Others have felt that perhaps I haven’t gone in quite the
appropriate direction ... . [A]ll in all it seems to me that it’s quite
healthy to present a certain amount of turmoil to practitioners in the
short run. But in the long-run I think the law is better for it.”18!
Elsewhere, she emphasized the importance of this patent dialogue:

In all areas of patent law, new challenges will arise as new facts take litigated
cases to the boundaries of precedent. It is these cases that generate differences of
judicial opinion, for they reside at the abutment of conflicting legal theories and
policies. As the court reaches decisions that will narrow the grey areas and tighten
the boundaries, added predictability will be achieved; but with added struggle.
This struggle is usually expressed in dissenting opinions, whereby judges publish
the differences that they have been unable to reconcile.

The differences of opinion among the judges of the Federal Circuit, are, in
microcosm, the “percolation” that scholars feared would be lost by a national court
at the circuit level. Percolation is the great justifier of conflict among the regional
circuits. An issue will move up and down the various circuit courts, refining the
arguments and the policies and the nuances, testing variations of law in diverse
factual situations, until ripe for the Supreme Court. An excellent idea—but slow
and highly selective. There’s been a good deal of percolation in the Federal Circuit,
and there has been relatively little Supreme Court review. Our differences of
opinion are, I believe, healthy, and necessary. They weigh against the risks of
complacency and disaffection envisioned by opponents of the formation of the
Federal Circuit.182

The Federal Circuit’s precedent maintains a balance between access
and incentives,!8 and her dissents serve as a yardstick of the Federal
Circuit’s history and purpose.'8* In one, she wrote:

181. Beighley, Jr., supra note 99, at 731.

182. Newman, supra note 102, at 527-28.

183. Pfizer, Inc. v. Apotex, Inc., 488 F.3d 1377, 1379-81 (Fed. Cir. 2007) (influencing “the
conduct of R & D, the costs of drug development, and the balance between generic access to
established products and the incentive to development of new products”); see also id.

[Tthe pharmaceutical research companies point out that diminished access to
patenting will affect the kind and direction of product development; the generic
producers point out that the sooner they can enter the market for established drugs,
the lower the consumer price. The placement of the balance in this ever-present
conflict between innovator and copier has long engaged the public and Congress, and
needs must continue to do so. Meanwhile, however, it is inappropriate for a panel of
this court to make a change in the precedent by which both sides of the debate have
heretofore been bound.
Id.

184. Pennwalt Corp. v. Durand-Wayland, Inc., 833 F.2d 931, 957 (Fed. Cir. 1987) (“I write
to balance the historical record on which the majority bases its decision.”), disapproved by
Cardinal Chem. Co. v. Morton Int’], Inc., 508 U.S. 83 (1993).
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[Tlhe reasons for the judicial restructuring that established this
court . . . illuminate the court’s role in the judicial system, and indeed allow me to
presume to the personal role of critic, drawing on my participation during the
creation of the court, my knowledge of the problems that this new judicial
structure was intended to solve, and my active support for its purposes.185

It is with this mantle of guardianship that Judge Newman holds the
Federal Circuit to its founding purpose. She wrote that “[a]
centralized court that understands the processes of invention and
innovation, and the economic and scientific purposes of a patent
system, would be expected to apply a more consistent interpretation of
the standards of patentability and the other complex provisions of the
patent statute.”186

She also corrects the majority on the science, because “I
believed, as a lawyer in the private sector observing decisions in
patent cases, that not all judges understood the ways of technologists,
or investors, or the workings of the patent system.”!®” She noted that
“there appears to have been a failure of the ‘two cultures’ of law and
science to understand each other.” She stated that “[t]Joday we cannot
afford this gap, for scientific and technologic issues underlie large
segments of modern jurisprudence, as well as of our economy.”*®® In
one instance, the majority based its holding on the premise that
neutralization of an acid produced only a salt. She wrote that “the
panel majority has misunderstood the chemistry, in holding that
neutralization of 14.5% of the maleic acid groups means that the
totality is a salt and not an acid. This flawed science led to an
incorrect conclusion of law.”189

185. Newman, supra note 104, at 683—84; see also Pfizer, 488 F.3d at 1380.

[S]tability of precedent and the uniform application of correct law to achieve the
correct result are the assignment of the Federal Circuit, for our rulings are of nation-
wide effect. A primary purpose for which our court was formed was to provide the
judicial stability that supports commercial investment-this was a unique judicial role,
and was adopted in recognition of the dependence of technology-based industry on an
effective patent system.
Id.; Perkin-Elmer Corp. v. Westinghouse Elec. Corp., 822 F.2d 1528, 1543 (Fed. Cir. 1987)
(Newman, J., dissenting) (“Failure of this court to reach consistent decisions based on a
consistent application of precedent will be as destructive of the purposes of a patent system as
was the forum-shopping and inconsistent judgments of the past.”).

186. Newman, supra note 102, at 523-24.

187. Id.

188. Newman, supra note 104, at 686.

189. Kao Corp. v. Unilever U.S., Inc., 441 F.3d 963, 976 (Fed. Cir. 2006) (Newman, J.,
concurring in part, dissenting in part) (“Of course a reaction between an acid and a base
produces a salt. But a reaction between 14.5% of the acid and matching amount of base produces
14.5% salt, leaving 85.5% unreacted acid. From my colleagues’ inaccurate science, and the
conclusion drawn therefrom, I must, respectfully, dissent.”); Ecolochem, Inc. v. S. Cal. Edison
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Beyond scientific knowledge, Judge Newman seeks to ensure
that the commercialization of patented technology is not prejudiced by
the court’s errors. She noted that “[iln today’s technology-based
commerce, rational economics requires that the patent provide a
reliable basis for investment. The patentee is in control of the
specification that describes the invention.”'® In another dissent, she
zeroed in on the costs of adjudication on parties. The majority had
held that the fact that there were opposing expert witnesses required
trial despite the “depositions, briefs, written opinion, final judgment,
and appeal.”191 Judge Newman regarded this as “expensive
redundancy,” and “not a trivial matter to require the parties, the trial
judge, and perhaps ultimately this court, to repeat in the trial context
much of what they have already done.”192

Sometimes, Judge Newman would write a dissent taking the
majority to task on the science, law, and practice. In a case involving
chemical compositions, the majority held that a claim to a chemical
formulation composition could not be infringed “if there is interaction
between any of the ingredients after they are added to the
composition, such that any ingredient changes in chemical form or
ratio from that listed in the claim.”!93 She wrote that it was “gravely
incorrect as a matter of law, as a matter of chemistry, and as a matter

Co., 91 F.3d 169, 1996 WL 297601, at *6 (Fed. Cir. 1996) (unpublished table decision) (Newman,
dJ., concurring in part, dissenting in part).
[M]y colleagues on this panel have not correctly perceived the technological substance
of the {prior art] reference, on which they rely for anticipation. Demmitt reported a
scientific study of the Houghton process, whereby he measured the amount of residual
hydrazine by taking a sample of the aqueous stream, passing this sample through a
cation exchange resin to remove materials that interfere with the measurement of
hydrazine, and then measuring the hydrazine content of the sample. This is not the
same as the Ecolochem deoxygenation process, wherein carbon catalyst-sourced
impurities are removed, as a step in power plant and reactor water deoxygenation, by
use of a mixed- or cation-exchange resin.
Id.
190. InterDigital Commc’ns, LLC v. Int’l Trade Comm’n, 690 F.3d 1318, 1335 (Fed. Cir.
2012) (Newman, J., dissenting).
191. B-K Lighting, Inc. v. Fresno Valves & Castings, Inc., 375 F. App’x 28, 33 (Fed. Cir.
2010) (Newman, J., dissenting).
192. Id. Judge Newman is sensitive to the efficacy of a rule. In Zenon Environmental, Inc.
v. U.S. Filter Corp., 506 F.3d 1370, 1386 (Fed. Cir. 2007), the majority required that “all subject
matter must be reproduced in all continuing applications.” She wrote that “adds nothing to the
knowledge disclosed to the public, adds nothing to the information provided to the patent
examiner, and adds nothing to compliance with 35 U.S.C. § 120; it simply adds costs and pitfalls
to inventors, as they attempt to walk new judicial tightropes.” Id. (Newman, J., dissenting)
193. Exxon Chem. Patents, Inc. v. Lubrizol Corp., 77 F.3d 450, 452 (Fed. Cir. 1996)
(Newman, J., dissenting from the denial of rehearing en banc).



2017] THE FEDERAL CIRCUIT'S GREAT DISSENTER 907

of patent practice.”'% She warned that the majority’s “new rule” of
“claim construction’ will cast a cloud upon many thousands of existing
patents, and major classes of chemical invention will confront unclear,
unnecessary, confusing, expensive, and perhaps impossible scientific
requirements.”19

While all her dissents are temperate, on one exceptionally rare
instance, her disdain seeps through. In Bard Peripheral Vascular,
Inc. v. W.L. Gore & Associates, Inc., the majority found against an
inventor who invented, developed, and commercialized the product
that it was now found to willfully infringe.'%¢ This, according to Judge
Newman, amounted to an “insult to [the] judicial process.”’®” She
twice quotes Shakespeare in her dissent, and calls the majority’s
opinion “a scarecrow of the law.”1% On appeal to the en banc court,
the majority’s decision was vacated. She expressed satisfaction that
“[t)he court now acts to correct its ruling on the subject of willful
infringement.”19?

Judge Newman’s large number of dissents and her willingness
to dissent openly makes the count of her dissents and the variables
they offer more accurate than it may be for many other judges.
However, as valuable as both traits are to the scientific inquiry, they
would be incomplete without the third feature: her standing as a
judge. Just as not all majority opinions are created equal, neither are

194. Id. at 453.

Most or all chemicals interact to some extent in solution, wherein ions and molecules
rearrange based on forces of various kinds. Under the court’s new law, table salt
dissolved in water will not be an adequate description of the composition for
infringement purposes, since the sodium chloride molecule no longer ‘exists’: in
dissolution the sodium and chloride ions will have broken their bonds to each other, in
interaction with molecules of water. .. . It is without precedent, and it is contrary to
the way that chemical formulation composition claims are understood within the
chemical and the legal communities.
Id.

195. Id. at 451.

196. See generally 670 F.3d 1171 (Fed. Cir. 2012), vacated in part, 682 F.3d 1003 (Fed.
Cir. 2012).

197. Id. at 1199 n.1. (Newman, J., dissenting).

198. Id. (“I take note of the panel majority’s observation that this saga has overtones of a
Shakespearian tragedy, for these events indeed illustrate that ‘to be honest, as this world goes, is
to be one man picked out of ten thousand.” W. Shakespeare, Hamlet, Act II, sc. i1.”); id. at 1199
n.2 (“We must not make a scarecrow of the law, / Setting it up to fear the birds of prey, / And let
it keep one shape, till custom make it / Their perch and not their terror.” W. Shakespeare,
Measure for Measure, Act 11, sc. i1.”).

199. Bard Peripheral Vascular, Inc. v. W.L. Gore & Assocs., Inc., 682 F.3d 1003, 1009
(Fed. Cir. 2012) (Newman, J., concurring in part, dissenting in part).
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all dissents.2© Who the dissenting judge is has a significant impact on
its influence.

3. “Not a Burger”

An account is told of how three Justices of the Supreme Court
visited the redbrick townhouse of Justice Holmes on the evening of
November 7, 1919, as federal agents launched a nationwide raid on
the homes and meeting halls of Russian immigrants.20! With the
United States gripped with fear of communism, Justice Holmes
circulated a draft dissent proposing a radically expansive
interpretation of the First Amendment that would protect all but the
most immediately dangerous speech. His colleagues were worried
that a dissent “from a figure as venerable as Holmes, might weaken
the country’s resolve and give comfort to the enemy.”?02 That dissent
subsequently became immortalized in the case of Abrams v. United
States.203

Professor Melvin Urofsky noted that “[a] Ginsburg, a Kennedy,
or a Scalia presents the possibility of a strong and well-reasoned
separate opinion, a possibility that no writer of a majority opinion
would take lightly. Warren Burger, on the other hand, has never been
considered a jurisprudential heavyweight, and a threat [of dissent] by
him, as in this case, could be dismissed with a polite ‘Sorry, but no.”204

Judge Newman is no Burger. She was elected by her peers to
the IP Hall of Fame, only one of five Federal Circuit judges accorded
that honor, three of whom were Chief Judges and the other was Judge

200. Brennan, Jr., supra note 44, at 429 (“Not only are all dissents not created equal, but
they are not intended to be s0.”).

201. HEALY, supra note 4, at 1-5.

202. Id. at 5; see also id. at 7.

The power of his words and the force of his personality gave his opinion an authority
far beyond the normal judicial dissent. Civil libertarians immediately embraced it as
an article of faith, and Holmes’s tribute to the “free trade in ideas,” along with his
concept of “clear and present danger,” became not only cultural catchphrases but, in
time, the law of the land. Indeed, it is no exaggeration to say that Holmes’s dissent—
the most important minority opinion in American legal history—gave birth to the
modern era of the First Amendment, in which the freedom to express oneself is our
preeminent constitutional value and a defining national trait. Nor can it be disputed
that, nearly a century later, his dissent continues to influence our thinking about free
speech more than any other single document.
Id.
203. Id. at 7 (“Nor can it be disputed that, nearly a century later, his dissent continues to
influence our thinking about free speech more than any other single document.”).
204. UROFSKY, supra note 40, at 21.
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Giles Rich who co-authored the Patent Act.2* The Pauline Newman
IP American Inn of Court was founded in honor of “one of the most
distinguished intellectual property judges in the country.”?°6 Her legal
accomplishments have been recognized by the Chemistry and the Law
Division of the American Chemical Society (ACS), and her alma mater
Vassar college recognized that she used her “insights and knowledge
she garnered as a scientist to do incisive work” to “encouragele] the
movement of discoveries and innovations into the marketplace.”207

Judge Newman also won the respect of her colleagues at the
Federal Circuit. Judge Lourie noted that “[sJhe has made her mark by
articulate exposition of policy.”?® Former Chief Judge Michel noted
that “Judge Newman may hold the record for the most dissents. But
her dissents have great force and often persuade other colleagues over
time.”209 Judge Moore concurred, saying, “What people may not
realize is that many of her dissents have later gone on to become the
law—either the en banc law from our court or spoken on high from the
Supremes.”?!® She noted that “Merck v. Integra comes to mind. It’s a
case where she wrote a very strong dissent. The Supreme Court took
it and not only changed the state of the law to reflect what she had
written, but they cited her outright in the opinion.”?1!

205. Pauline Newman, IP HALL FAME, http:/www.iphalloffame.com/pauline_newman/
{https://perma.cc/BBR5-N77Y] (last visited Aug. 3, 2016) (noting that she is “one of the most
prominent women patent lawyers in the world” and that she was “instrumental in bringing
about a number of patent reforms, including the creation of the Court of Appeals for the Federal
Circuit”); see also Nomination Process, I[P HALL FAME, http://www.iphalloffame.com/nomination-
process/ [https://perma.cc/ WVN9-XS7N] (last visited Aug. 3, 2016).
Inductees are chosen by members of the IP Hall of Fame Academy, which comprises
individuals already inducted into the IP Hall of Fame and other acknowledged IP
leaders. The Academy makes its selection based on the nominations it receives from
the global IP community and chooses those nominees considered to have made an
outstanding contribution to the development of today’s IP system.

Id.

206. The Pauline Newman yig Inn of Court, AM. INNS Cr.,
http:/finfo.newmaninn.org/home/about [https://perma.cc/AUD3-XVDY] (last visited Aug. 3, 2016);
see also Gurrieri, supra note 18 (“Judge Newman is a treasure for the patent community. She is
definitely one of the most principled persons you’ll ever meet.”).

207. Darin Klemchuk, Judge Pauline Newman Reflects on 30 Years of the Federal Circuit,
KLEMCHUK LLP (Aug. 22, 2012), http://www.klemchuk.com/231-judge-pauline-newman-reflects-
on-30-years-of-the-federal-circuit/ [https://perma.cc/B72Y-DMUZ]; see also Shirley Ann Jackson,
The New Polytechnic: Addressing Global Challenges, Transforming the World, RENSSELAER
POLYTECHNIC INST. (Apr. 2, 2015), http:/president.rpi.edu/speeches/2015/new-polytechnic-
addressing-global-challenges-transforming-world [https:/perma.cc/JSQ6-KSQV].

208. NYU Sch. of Law, supra note 139.

209. Id.

210. Id.

211. Id.
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Chief Judge Michel and Judge Moore were referring to the patent
dialogue that takes place within the court. Their comments indicate
that Judge Newman’s dissents carry the weight both within the
Federal Circuit and at the Supreme Court. Judge Newman’s dissents
have also been recognized by the patent community. In a blog post
headlined “Nominating Pauline Newman for PTO Director,” Gene
Quinn wrote:

Pauline Newman has continued to dazzle with her understanding of patent law

and issues, particularly when she is in dissent and willing to stand up to the rest of

her colleagues on the Federal Circuit. She has keenly identified time and time

again the fact that Federal Circuit panels decide cases in ways that directly
contradict both the rules of the Court and established precedent.212

In 2013, NYU School of Law conferred upon Judge Newman
the “Law Women Alumna of the Year” Award.?*3 That same year,
ChIPs, an organization set up “to recognize the exceptional
accomplishments of individuals who have contributed significantly to
the field of intellectual property and have shown a demonstrated
commitment to the ChIPs mission” gave its inaugural award to Judge
Newman.?4 In 2015, she was invited to introduce Justice Ruth Bader
Ginsburg, who—along with her daughter, Columbia Law Professor
Jane Ginsburg—won the award that year. Justice Ginsburg said of
Judge Newman, “[H]er intelligence, her diligence, her devotion to a
very difficult area of the law has really paved the way for the [women]
in this room.”215

It would be unfortunate if these honors were simply dismissed
as faint praise. They are factual datapoints that individually and
collectively point to a judge whose dissents have not diminished her
stature in the patent community, contrary to conventional wisdom on
judicial dissenters discussed in Section II.A. Blake Hartz summed up
that “[i]f there is a ‘dialogue’ about, among, or between the Federal
Circuit and anyone else, Judge Newman is one of the discernible
voices.”?16

212. Gene Quinn, Nominating Pauline Newman for PTO Director, IP WATCHDOG (Jan. 13,
2009), http://www.ipwatchdog.com/2009/01/13/nominating-pauline-newman-pto-director/id=1504/
[https://perma.cc/WA2G-SJ4F).

213. NYU Sch. of Law, supra note 139.

214, ChIPs, ChIPs 2013 Hall of Fame Inductee—Hon. Pauline Newman, YOUTUBE (Feb.
12, 2014), hitps://www.youtube.com/watch?v=CORuqUzi3h8 [https://perma.cc/RZR9-7Y2L].

215. ChIPs, ChIPs Women in IP Global Summit 2015 | Hall of Fame Presentation.
Justice Ruth Bader Ginsburg, YOUTUBE (Feb. 12, 2016),
https://www.youtube.com/watch?v=dENSaFyJuXg [https://perma.cc/YI6Y-4F8Z].

216. Hartz, supra note 19, at 49.
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ITI. AN EMPIRICAL PORTRAIT OF JUDGE NEWMAN’S DISSENTS: ANALYSIS
AND IMPLICATIONS

This empirical study draws on one core dataset and several
satellite datasets. The core dataset is comprised of Judge Newman’s
210 dissents from 1985, when she issued her first dissent, to the end of
2016, a period of thirty-two years. Only opinions authored by Judge
Newman were considered.2!” En banc dissents she signed onto were
omitted. The study covered both reported and unreported decisions
published by WestlawNext.2!® The opinions were hand-coded for:

1. Case names, citations, and dates;

2. Citations of her dissents in the same case, in a different Federal
Circuit case, and at the Supreme Court;

3. OQOutcomes of the cases in which the majority voted against her before
the en banc court and at the Supreme Court;

4. Judges who joined her en banc opinions and those who voted in the
majority against her;

5. Legal doctrine: validity, infringement, exceptions and defenses,
remedies, evidence and procedure, design patents, and prosecution;

6. The industries the cases concerned; and

7. The lower tribunals from which the appeals originated.

The data was coded on Excel and the graphs generated either on
Excel or Statistical Package for the Social Sciences (SPSS). To provide
context for some of the categories of data gleaned from dJudge
Newman’s dissents, the study also looked at the dissents by nine other
Federal Circuit judges who served comparable tenures. This required .
compiling a full roster of every judge that served on the Federal
Circuit as well as raw data about the number of opinions they
authored, their dissents, and tenure on the court (Figure 2, below).219
The numbers for the top ten judges including Judge Newman were
filtered for dud results, such as cases that did not relate to that
particular judge or to a patent law dissent.

2117. This is in keeping with other empirical studies. See, e.g., Jason J. Czarnezki &
William K. Ford, The Phantom Philosophy? An Empirical Investigation of Legal Interpretation,
65 MD. L. REV. 841, 865-66 (2006) (“{lW]e only code those opinions written by the judges
themselves, not all opinions in which they joined.”).

218. The following search was used to find the cases in which a judge’s patent dissent was
mentioned: adv: newman /7 dissent! & patent & DATE(after 12-31-1983 & before 01-01-2016).
The following exemplary search was used to find cases in which judges dissented in patent cases:
adv: DISSENT(newman) & patent! & DATE (after 12-31-1983 & before 01-01-2017). The name
was changed for each judge studied.

219. These ten judges were Judges Newman, Lourie, Friedman, Archer, Plager, Rader,
Mayer, Smith, Davis, and Dyk.
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A. Record of Number of Dissidents

Conventional wisdom points to Judges Newman and Dyk as
being known for their dissents.??! However, no Federal Circuit judge,
past or present, comes close to filing as many dissents as Judge

220.
221.

was involved in the dissent.”).

An “*” and blackened row indicate the judges who were included in this study.
Crouch, supra note 47 (“[IIn 2/3 of those cases either Judge Newman or Judge Dyk
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Newman.??? As Figure 3 shows, a few judges have served terms
similar to Judge Newman’s.??2 Yet she holds the largest number of
patent dissents, more than double that of Judges Dyk and Mayer.
Justice Harlan’s 316 dissents over thirty-four years seem to eclipse
Judge Newman’s 210 dissents over thirty years until one considers
that these are only her patent law dissents. Since patent cases make
up about 30 percent of the Federal Circuit’s docket, it is conceivable
that the true number of her dissents may be more than three times
larger.224

Top 10 Judges: Length of Service & Dissents (Filtered)
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FIGURE 3: TOP 10 JUDGES: LENGTH OF SERVICE & DISSENTS (FILTERED)

The difference in the number of dissents written by Judge
Newman and her colleagues becomes even more stark when one looks

222. Hartz, supra note 19, at 48 (finding more than a third of the dissents between
1998-2009 came from Judge Newman); see also id. (“Judge Newman dissents more than anyone
else on the court.”).

223. The data was filtered to exclude cases where the judge did not in fact write the
opinion. For instance, “Smith” might have been a party in a case, or the judge was mentioned in
a case where another judge had dissented.

224. Newman, supra note 68, at 824 (noting that “patent appeals from the district courts
are about twenty-five percent of our caseload, with another five percent the patent and
trademark appeals from the tribunals of the Patent and Trademark Office, and another one
percent from the International Trade Commission.”).
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at their opinions rendered at five-year intervals (Figure 4 below).2%5 It
is possible that judges need time to get their bearings. Justice
Brennan did not dissent in any of the sixteen opinions rendered in his
first term, but later “dissented forty-two times out of fifty-six cases in
a single term.”226

The year 1995 marks an important inflection point in the
history of Judge Newman’s dissents, as there was a marked increase
in the number of her dissents. An examination of data, discussed in
more detail in Section III.C, reveals that the spike consisted of
dissents concerning patent validity, infringement, and issues
concerning evidence and procedure. By the 2011-2016 period, her
dissents more than doubled compared to the first runner up, Judge
Dyk.

Here, a methodological point may be made. An earlier version
of the study covered Judge Newman's tenure in intervals of five years:
1980-1985, 1986-1990, 1991-1995, 1996-2000, 2001-2005,
2006-2010, and 2011-2015. These five-year intervals were chosen for
ease of reference. Judge Newman first dissented in 1985, making the
cases in the first interval disproportionality small. Nonetheless, the
thirty-year period shows the trend of her dissents. The same may be
said for the other nine judges studied, as seen in Figure 4 below.
When the dataset was updated to include 2016 data, the 2011-2015
interval was extended to 2011-2016. Judge Newman issued eight
dissents in 2016, and 202 dissents before. Compared to her average of
12.4 dissents per year over the 2011-2015 period, her 2016 dissents
dipped slightly. Of the active judges in 2016, Judge Dyk had four
dissents and Judge Lourie none, putting Judge Newman ahead by a
significant margin.

The numbers also reveal another interesting feature: the rate
of her dissents increased the longer she remained on the bench. This
finding corroborates an earlier article on Judge Newman’s dissents
showing that they are both increasing in absolute numbers, as well as
increasing as an increasing proportion of her opinions.227

225. The cases were assigned numbers according to their date ranges, coded, and the
graph generated using Excel.

226. Brennan, Jr., supra note 44, at 427.

2217, Hartz, supra note 19, at 51 (“Judge Newman’s rate of dissent, as measured against
the number of majority opinions she has authored in a given year. .. has generally increased
with her length of service on the court.”).
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Jop 10 Judges: Length of Service & Dissents (5 year intervals)
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FIGURE 4: TOP 10 JUDGES: LENGTH OF SERVICE & DISSENTS (5 YEAR
INTERVALS)

At the same time, Judge Newman noted that her seniority on
the bench may have contributed to the perception of her being a
prolific dissenter and to some of the numerical trends observed.?28 By
convention, the most senior judge on the panel assigns the majority or
unanimous opinion. She usually assigns these cases to the other
judges to give them exposure and so that she can focus on the cases
where she dissents, which, by virtue of her seniority, is every judge
except the Chief Judge. Saddled with the task, they may have less
capacity and inclination to dissent in other cases. Conversely, she
would have the capacity to dissent in more cases. She herself notes
that “they’re hard to write, and take time away from writing opinions
of precedential value.”?2?

In terms of dissents as proportion of total number of opinions
filed (Figure 5),2% Judge Newman does not rank the highest. Only
31.11 percent of her opinions are dissents. Judge Mayer is the highest
at 33.94 percent and Judge Dyk follows at 19.13 percent. The fact
that Judge Mayer has not surfaced in conventional wisdom as a “great
dissenter” suggests that while numbers are helpful, more is needed to
garner that recognition and respect.

228. Interview with Judge Pauline Newman, supra note 83.
229. Id.
230. WestLaw search results were manually filtered to get the cases in which the judge

concerned had written the opinion or the dissent.
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Dissent as Proportion of All Opinions {By Judge)
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FIGURE 5: DISSENT AS PROPORTION OF ALL OPINIONS (BY JUDGE)
B. Proxies of Influence: A Snapshot

The influence of a dissent is difficult to measure. First, as
discussed in Part II, it may have been suppressed or transformed into
the majority opinion. It can also cause the majority to “refine its
opinion, eliminating the more vulnerable assertions and narrowing
the announced legal rule.”?3! As Justice Breyer noted, “[y]ou never see
the best points the dissents make, because they've been written out of
the majority [opinion] so that there is no need to make that dissenting
point anymore.”?32 This happens at the appellate level as well. Ninth
Circuit Judge Fletcher noted, “Somewhat paradoxically, a judge or
justice may write a dissent in order not to have to write one . ... [A]ll
appellate judges have the experience of writing a draft dissent that
ends up persuading the majority to his or her point of view.”233

Second, a dissent may live long after its author fades.?34 It may
be picked up by a social movement drawn to something it already
possesses in its vision. That movement might influence a political

231. UROFSKY, supra note 40, at 18.

232. Robert Barnes, The ‘Intensifying’ Art of the Dissent, WASH. POST (July 21, 2013),
https://www.washingtonpost.com/politics/the-intensifying-art-of-the-
dissent/2013/07/21/d7eac2b8-ef16-11e2-9008-61e94a7ea20d_story.html  [https://perma.cc/E397-
EWRM].

233. UROFSKY, supra note 40, at 17.

234. Id. at 32 (“Trying to gauge the impact of Court decisions and of dissenting opinions
on the public is difficult to do in any quantitative manner, but as historians we can see that
certain cases at particular times in our history have had an impact far beyond the litigants
involved.”).
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party whose elected candidates may fill the legislature or judiciary
that eventually decides that the view advanced by the dissent should
prevail.235 For instance, while the dissenting opinion of Justice Curtis
in the Dred Scott decision did not stop the Civil War, it was reprinted
and received wide circulation, and its arguments can be found in the
Lincoln-Douglas debates and in the 1860 presidential campaign.236

Third, judges may respond to the dissent’s arguments without
citing the dissent.23”7 This tactical omission is done to avoid drawing
attention to the dissent and to avoid interrupting the reading of the
majority opinion “to see what the author is responding to..., or to
suspend belief pending the reading of the dissenting opinion.”238
Thus, surmised Judge Posner, “[tlhe way to deal with arguments in
the dissenting opinion that are worth replying to is to state them
without attribution and then refute them if you can.”2%

These dissents are all potent in their own way, but any
measure would be highly controversial. As we saw in Section I1.C.,
Judge Newman dissents unreservedly, making it easier to track the
influence of her dissents. At the same time, because other dissenting
judges have different styles and goals, this Article readily
acknowledges the limited ability to accurately gauge the relative
influence of dissents among judges.

On the flip side, while judges writing the majority opinion
strategically muffle the dissent by paying it no attention, from time to
time, these judges may feel compelled by the force of the dissent to
respond. Indeed, Judge Newman has on occasion made known that
she expects the majority to respond to her dissents.?*® She reasoned

235. TUSHNET, supra note 55, at 222 (noting that “courts rarely hold out for long against a
sustained movement in national politics”).
236. Dred Scott v. Sandford, WIKIPEDIA, https://fen.Wikipedia.org/wiki/
Dred_Scott_v._Sandford [https://perma.cc/NM9A-Q2P2] (last visited Aug. 3, 2016).
237. POSNER, supra note 64, at 269.
In a case in which the panel is split, avoid referring in the majority opinion to the
dissenting opinion, a practice that has become common in Supreme Court opinions.
Such references invite the reader to interrupt his reading of the majority opinion to
see what the author is responding to (often heatedly), or to suspend belief pending the
reading of the dissenting opinion. The way to deal with arguments in the dissenting
opinion that are worth replying to is to state them without attribution and then refute
them if you can. ’

Id.
238. 1d.
239. 1d.
240. Pennwalt Corp. v. Durand-Wayland, Inc., 833 F.2d 931, 955 (Fed. Cir. 1987).

The majority does not respond... . This court’s leading decision on equivalency,
factually on all fours with the case at bar, is dismissed as having been written by a
judge who suffered from the “everyone-knows-that syndrome,” and as having been



